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IN THE 


United States Court of Appeals 

for the District of Columbia Circuit. 


No. 10103. 


WILLIAM KOBER, Appellant, 


MAJOR GENERAL S. B. AKIN, COLONEL GEORGE F. 
MOYNAHAN, JR., WILLIAM D. HALL, Appellees. 


Appeal from the United States District Court for the 
District of Columbia. 


BRIEF FOR APPELLANT. 


JURISDICTIONAL STATEMENT. 

1. Appellant, as plaintiff, filed a complaint in the District 
Court against the Appellees claiming judgment for 
$1,000,000.00 for damages suffered through the unlawful 
conduct of the Appellees in causing the loss by Appellant 
of his rights in and to two applications for patents. The 
District Court of the United States for the District of Co¬ 
lumbia had jurisdiction by virtue of Title 11, Sec. 306, D. C. 
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Code (1940) (Act of Congress, February 27, 1877, 19 Stat. 
253, c. 69, § 2) and Title 11, Sec. 305, D. C. Code (1940) 
(March 3,1901, 31 Stat. 1199, c. 854, § 61, as amended). 

2. The lower Court granted motions to dismiss filed by 
the Appellees, and entered final judgment in favor of Ap¬ 
pellees. This Court has jurisdiction of Appellant’s appeal 
from that judgment by virtue of Title 17, Sec. 101, D. C. 
Code (1940) (Act of March 3, 1901, 31 Stat. 1225, c. 854, 
§ 226, as amended). 

STATEMENT OF THE CASE. 

William Kober, Appellant herein, was an employee of the 
Signal Corps Ground Signal Service in April of 1942. Upon 
his transfer to the New Jersey Laboratory in January of 
1943 he executed a “Patent Memorandum”. Kober was 
assigned to perfect or invent a “governor”. In March of 
1943, while at work on the “governor”, he conceived an in¬ 
vention which has been described as “Alternating Current 
Machines” and which was in fact a permanent magnet gen¬ 
erator. He signed the report of military invention which 
was prepared by a Nicholas Volsk, who was one of the pat¬ 
ent attorneys connected with the Signal Corps. In said 
record of military invention the question: “State whether 
you were specifically assigned to invent the present inven¬ 
tion”, was answerd, “Yes.” 

During this period Kober continued to develop and per¬ 
fect his electric “governor” and also continued to work on 
this permanent magnet generator. 

In June of 1944 an examination by the Signal Corps into 
the circumstances of Kober’s being assigned to invent an 
“Alternating Current Machine” resulted in a finding that 
Kober had made the invention in the course of general em¬ 
ployment and had not been specifically assigned to make the 
invention. Thereupon, a new form of record of military 
invention was prepared by the Signal Patent Agency and 
executed, indicating that Kober had not been specifically 
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assigned to make this invention. Application for letters 
patent were prepared by the Government, which included 
in the first portion thereof the statement that the Govern¬ 
ment was to have the right to use the invention or have it 
manufactured for it without the payment of royalties; and 
at the same time an assignment was prepared by the Gov¬ 
ernment giving the Government the right to use or have 
used in its behalf the said invention, without the payment 
of royalties. These papers were all executed by Kober at 
the request of the Government. The then Secretary of War, 
the Honorable Henry L. Stimson, certified in writing that 
this invention was liable to be used in the public interest 
and that it came within the purview of the Act of March 3, 
1883, as amended. All of these papers were duly and prop¬ 
erly filed in the Patent Office in the regular course of busi¬ 
ness. 

In the meantime Kober had invented a “Voltage Com¬ 
pensator”, and the record of military invention, prepared 
by the Government, clearly indicated that he had not been 
specifically assigned. In July of 1946 application for letters 
patent were prepared by the Government, containing the 
statement that the Government was to have the right to 
use and manufacture without royalty payment on said in¬ 
vention. There was also prepared at the same time a li¬ 
cense agreement wherein the Government reserved the 
rights indicated in the patent application. These papers 
were executed by Kober at the request of the Government, 
and the then Secretary of War did certify that this in¬ 
vention was liable to be used in the public interest and that 
it came within the purview of the Act of March 3,1883, as 
amended. This application, together with the certificate of 
the Secretary of War, and the license, were duly filed in the 
Patent Office. 

The invention of the electric governor, to which Kober 
had been specifically assigned, was never the subject matter 
of my application for letters patent and Kober never 
claimed any rights under that invention. The Signal Pat- 
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ent Agency specifically recognized Kober’s commercial 
rights in the permanent magnet generator. 

A Colonel Moynahan appeared in the picture as a su¬ 
perior to Kober in the middle of 1946, and he required 
Kober to prepare a very confidential document, explaining 
the theory of his permanent magnet generator. This docu¬ 
ment was not necessary in order to manufacture, and two 
firms were then engaged in manufacturing these items 
without the information contained in the confidential docu¬ 
ment. Moynahan had assured Kober that no one outside 
of the Agency would have access to the information. 
Moynahan gave the information, however, to representa¬ 
tives of the General Electric Company. Kober complained 
to Moynahan about his conduct, and in writing complained 
to Moynahan’s superior. As a result of Kober’s complaint, 
he was ordered to appear at the place to be designated by 
Moynahan and publicly to apologize. Kober, being a 
civilian employee and not subject to military discipline, 
resigned. 

Weber, the Chief of the Signal Agency, arranged with 
Moynahan to withhold the salary of the Appellant and to 
see if they could not take away his commercial rights in 
the two inventions. On the last day of December, 1946 
Weber demanded that Appellant execute absolute assign¬ 
ments of his patent applications to the United States. 

Weber then communicated with one Hall, Chief of the 
Patents and Inventions Branch, Legal Division, in the 
Office of the Chief Signal Officer, for the purpose of finding 
out what should be done in order to take away the patent 
rights. The Appellee, Hall, then, in writing, explained to 
Weber how he should go about taking away these patent 
rights; and Hall, in writing, advised Weber; and Weber, 
acting upon the advice of the Appellee, Hall, prepared the 
necessary report, but in said report failed to give the 
correct information or facts and falsely presented the pic¬ 
ture in said report. Weber went so far as to include in the 
record a so-called record of military invention which had 
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been officially found inaccurate and replaced, but the 
amended report or replacement was not included in the 
record prepared by Weber. 

The Appellee, Akin, who was then Chief Signal Officer of 
the United States, executed a paper prepared by the other 
Defendants, or one of them, and although the said Appellee, 
Akin, had no knowledge of the situation, he executed a doc¬ 
ument in which he purported to find that it was necessary 
in the public interest that these patents, if granted, be 
owned by the United States, and he required the assign¬ 
ment of the patent applications. The Appellee, Akin, had 
uo authority to make such a decision. 

A suit by the United States was caused to be filed by 
these Appellees and resulted in a decision of the District 
Court for the Eastern District of Virginia, ordering the 
assignment of the patent applications based on the fact that 
the decision of the Chief Signal Officer was binding upon 
the Appellant. 

The decision of the Chief Signal Officer, fortified by the 
District Court’s decision, caused the loss to the Appellant 
of $1,000,000.00, the value of the commercial rights in pat¬ 
ent applications. 

Each of the Appellees filed motions to dismiss, which 
were granted by the Court below. It is from these decisions 
that this appeal is taken. 

STATUTES INVOLVED. 

The following seem to be the only statutes applicable 
here: Title 35, Section 45, of the Federal Code, Anno¬ 
tated: 

“45. Same; issue to Government officers for inventions 
used in public service.—The Commissioner of Patents 
is authorized to grant, subject to existing law, to any 
officer, enlisted man, or employee of the Government, 
except officers and employees of the Patent Office, a 
patent for any invention of the classes mentioned in 
section 4886 of the Revised Statutes (§31 of this title), 
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without the payment of any fee when the head of 
the department or independent bureau certifies such 
invention is used or liable to be used in the public in¬ 
terest: Provided, That the applicant in his applica¬ 
tion shall state that the invention described therein, if 
patented, may be manufactured and used by or for the 
Government for governmental purposes without the 
payment to him of any royalty thereon, which stipula¬ 
tion shall be included in the patent. (Mar. 3, 1883, c. 
143, 22 Stat. 625; Aprl. 30,1928, c. 460, 45 Stat. 467.) ” 

“Section 211. Composition of Signal Corps.—The 
Signal Corps shall consist of one Chief Signal Officer 
with the rank of major general, three hundred and 
forty-one officers in grades from colonel to second 
lieutenant, inclusive, and five thousand enlisted men, 
such part of whom as the President may direct being 
formed into tactical units organized as he may pre¬ 
scribe. (June 3,1916, c. 134, § 13, 39 Stat. 174; June 4, 
1920, c. 227, subchapter I, § 13, 41 Stat. 768; June 30, 
1922, c. 253, 42 Stat. 723; Apr. 13,1938, c. 146, 52 Stat. 
216; Apr. 3,1939, c. 35, § 8, 53 Stat. 558.)” 

“212. Duties of Chief Signal Officer.—The Chief Sig¬ 
nal Officer shall have charge, under the direction of the 
Secretary of War, of all military signal duties, and of 
books, papers, and devices connected therewith, in¬ 
cluding telegraph and telephone apparatus and the 
necessary meteorological instruments for use on target 
ranges, and other military uses; the construction, re¬ 
pair, and operation of military telegraph lines, and 
the duty of collecting and transmitting information for 
the Army by telegraph or otherwise, and all other du¬ 
ties usually pertaining to military signaling; and the 
operations of said corps shall be confined to strictly 
military matters. (Oct. 1, 1890, c. 1266, § 2, 26 Stat. 
653.)” 


STATEMENT OF POINTS. 

L 

Officers of the Government, when acting outside the 
scope of their authority and without authorization of law, 
are liable for damages when such damages are suffered by 
a citizen as a result thereof. 
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n. 

There was no statutory authority for the action of the 
Chief Signal Officer. 


m. 

The decision of the Secretary of War that the two inven¬ 
tions were liable to be used in the public interest and that 
the inventions came within the purview of the Act of March 
3, 1883, as amended, was a decision under a statute and it 
could not be set aside or changed by the Chief Signal 
Officer. 

IV. 

The “contract” upon which the Chief Signal Officer pred¬ 
icated his action was invalid because: 

(a) There was no basic statutory foundation for the con¬ 
tract. 

(b) Said “contract” was involuntary and void. 

SUMMARY OF ARGUMENT. 

Appellant filed, through the Government, two applica¬ 
tions for patents. His commercial rights in the inventions 
disclosed were protected by all the documents and arrange¬ 
ments. Appellant quarreled with one of the Appellees, an 
Army officer, and as a result action was taken by all these 
officials looking towards the deprivation of the Appellant 
of his commercial rights in the patents. In order to carry 
out their purpose they obtained a letter from the Chief 
Signal Officer declaring that the patents should belong to 
the United States. This letter was obtained by giving the 
Chief Signal Officer false information and failing to pro¬ 
vide the Chief Signal Officer with the proper documents. 
The Chief Signal Officer’s letter, which was designated as 
a decision, was predicated on a paper writing signed by 
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Kober which indicated that the Chief Signal Officer had the 
right to make this decision. 

Appellant claims: 

1. That the Chief Signal Officer, the Chief of the Signal 
Agency, the principal attorney in the Patent Section of the 
Signal Corps, and the Director of the Signal Corps Agency 
participated in a conspiracy to deprive the Appellant of 
his rights in these two inventions, as a means to “punish” 
the Appellant for his disrespect to one of the Appellees. 
This conduct was outside the scope of their authority and 
was not authorized by law, and they are therefore liable 
for any damages suffered by the Appellant as the result of 
their conduct. 

2. The Chief Signal Officer’s so-called decision was in 
fact a nullity, as there was no statutory authority for such 
action. 

3. The Chief Signal Officer’s decision in April of 1947 had 
been preceded by decisions of the Secretary of War that 
both of these inventions were liable to be used in the public 
interest and that the said inventions came within the pur¬ 
view of the Act of Congress which provided for the filing of 
patent applications by governmental employees without fee, 
and provided for the establishment of the commercial 
rights in the inventor. These decisions of the Secretary of 
War were binding, the first having been made in 1944 and 
the second in the summer of 1946, and the decision of the 
Chief Signal Officer at a much later date would not nullify 
or change the prior decisions, and the attempts by the 
Appellees were void in law. 

4. The patent memorandum which has been called a “con¬ 
tract” was invalid for the reason that Congress has never 
imposed upon government employees any contract obliga¬ 
tion of this type. Under our form of government we con¬ 
tend that there could be no such provision without a basic 
statutory foundation; and if there was some basis for such 
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a contract, yet the conditions under which it was made in 
this case would make it involuntary, as Appellant was 
already employed in the Signal Corps Ground Signal Ser¬ 
vice at the time he was transferred to New Jersey. Without 
changing his official position the Signal Corps required him 
to sign the so-called “contract” as a co*rdition of his em¬ 
ployment in the Laboratory. This, in itself, would make 
the signing of the contract an involuntary act and render 
the contract void. 

ARGUMENT. 

L 

Officers of the Government, when acting outside the scope 
of their authority and without authorization of law, are lia¬ 
ble for damages when such damages are suffered by a citi¬ 
zen as a result thereof. 

The following cases support the principle ennunciated 
herein: Cooper v. O’Connor, 69 Apps. D. C. 100, 99 Fed. 
(2d) 135, 71 Apps. D. C. 6, 107 Fed. (2d) 207; Colpoys v. 
Gates, 73 Apps. 193, 118 Fed. (2d) 16; and Kendall v. 
Stokes, 44 U. S. 86,11 Law Ed. 506. 

n. 

There was no statutory authority for the action of the 
Chief Signal Officer. 

The Chief Signal Officer is a creature of statute. His 
power and duty are confined to strictly military matters.— 
Title 10, Sec. 211, Fed. Code, Annotated (quoted under 
“Statutes Involved”). 
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m. 

The decision of the Secretary of War that the two inven¬ 
tions were liable to be used in the public interest and that 
the inventions came within the purview of the Act of March 
3,1883, as amended, was a decision under a statute and it 
could not be set aside or changed by the Chief Signal 
Officer. 

The Secretary of War’s certificate that the two inven¬ 
tions were liable to be used in the public interest and that 
the inventions came within the purview of the Act of March 
3, 1883, as amended, was a decision under a statute, par¬ 
ticularly so when said decision was carried out by the exe¬ 
cution of an assignment of one patent and a license on the 
other. 

The facts heretofore shown in relation to this question 
are in substance simple and certain. 

The Secretary of War, as to each patent application, cer¬ 
tified that it was within the purview of the applicable stat¬ 
ute heretofore set forth in full under “Statutes Involved”. 
In conformity with the requirements of said statute the 
Government obtained what is commonly designated as 
* "shop rights”. 

The Supreme Court of the United States said in the case 
of the United States v. Dubilier Condenser Corporation, 77 
Law Ed. 1114, at page 1127 (289 U. S. 178): 

“.. . If Dunmore and Lowell (the inventors) who ten- 
tered the government a nonexclusive license without 
royalty, and always understood that the government 
might use their inventions freely, had proceeded under 
the Act of 1883, they would have retained their rights 
as against all but the United States. This is clear from 
the executive interpretation of the Act.” 

and at page 1125: 

“The legislative history of the amendment (referring 
to the amendment to the Act of 1883) clearly discloses 
the purpose to save to the employee his right to exclude 
the public.” 
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IV. 

The “contract” upon which the Chief Signal Officer pre¬ 
dicated his action was invalid because: 

(a) There was no basic statutory foundation for the con¬ 
tract: 

The Supreme Court of the United States has not directly 
passed on this point, but in U. S. v. Dubilier Condenser Cor¬ 
poration, supra (77 Law Ed. at page 1129), the Supreme 
Court said: 

“Fifth. Congress has refrained from imposing upon 
government servants a contract obligation of the sort 
above inscribed. At least one department has at¬ 
tempted to do so by regulation. Since the record in 
this case discloses that the Bureau of Standards had 
no such regulation, it is unnecessary to consider 
whether the various departments have power to im¬ 
pose such a contract upon employees without authori¬ 
zation by act of Congress. The question is more diffi¬ 
cult under our form of government than under that of 
Great Britain, where such departmental regulations 
seem to settle the matter.” (emphasis supplied) 

(b) Said “contract was involuntary and void: 

A Supreme Court decision directly on this point is U. S. 
v. Tingey, 30 U. S. 115, 5 Peters 115, 8 Law Ed. 66. In this 
case the Supreme Court held that a form of bond not statu¬ 
torily approved was proper, but, they said: 

“The substance of the plea is that the bond, with the 
above condition, variant from that prescribed by law, 
was under colour of office extorted from debtor and 
his sureties, contrary to the statute, by the then Sec¬ 
retary of the Navy, as the condition of his remaining in 
the office of purser, and receiving its emoluments. 
There is no pretence then to say that it was a bond 
voluntarily given, or that though different from the 
form prescribed by the statute, it was received and 
executed without objection. It was demanded of the 
party, upon peril of losing his office .. . 
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“It was plainly then an illegal bond; for no officer of 
the government has a right, by colour of his office, to 
require from any subordinate officer, as a condition of 
holding office, that he should execute a bond with a 
condition different from that prescribed by law.” 

CONCLUSION. 

We respectfully submit that the District Court was in 
error in granting the motions to dismiss, and that the same 
should have been overruled. 

The story prescribed in this pleading is not a nice one 
and reflects no credit, in our opinion, on the officers of the 
Signal Corps. To use the processes of the Government for 
personal vengeance is a dire thing. It is believed that the 
courts should not support such conduct, and when the com¬ 
plaint is supported by evidence, the Court should mark 
these Appellees in damages for their unlawful conduct. 

It appears to be a travesty on justice for such Appellees 
to hide behind the theory of law, now long since exploded, 
that “the king can do no wrong.” 

Respectfully submitted, 

Mark P. Friedlander, 

Attorney for Appellant. 
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IN THE 

United States Court of Appeals 

foe the District of Columbia Circuit. 


No. 10103. 


WILLIAM KOBER, Appellant, 
v. 

MAJOR GENERAL S. B. AKIN, COLONEL GEORGE F. 
MOYNAHAN, JR., WILLIAM D. HALL, AppeUees. 


Appeal from the United States District Court for the 
District of Columbia. 


JOINT APPENDIX. 


1 Filed Apr 29 1948 

Complaint for Damages Caused by Conspiracy to Deprive 
Plaintiff of Commercial Patent Rights. 

1. Plaintiff is a citizen of the United States and a resi¬ 
dent of the State of New Jersey, and is temporarily resid¬ 
ing in the State of Virginia, and brings this action by rea¬ 
son of the damages sustained by him due to the conspiracy 
of the Defendants to deprive him of his commercial patent 
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rights in certain inventions. The amount claimed is One 
Million Dollars ($1,000,000.00). 

2. The Defendant, Akin, is a Major General in the Army 
of the United States, and was at the time of the conspiracy, 
Chief Signal Officer of the United States Signal Corps. He 

is residing in the District of Columbia, but his resi- 
2 dence is unknown. He is a citizen of the United 

States. The Defendant, Weber, is a citizen of the 
United States and at the present time a resident of the 
State of New Jersey. The Defendant, Moynahan, Jr., is 
a Colonel in the Army of the United States and at the 
present time attending the "War College in Washington, 
D. C. He is a citizen of the United States, but his resi¬ 
dence is unknown. Defendant, Hall, is a citizen of the 
United States and a resident of the District of Columbia. 
All the Defendants are named as conspirators in a plan to 
deprive the Plaintiff of his commercial patent rights in cer¬ 
tain inventions. 

3. In April of 1942 your Plaintiff became a civilian em¬ 
ployee of the Signal Corps Ground Signal Service, and was 
located in the District of Columbia. In January of 1943 he 
was transferred from his location in the District of Colum¬ 
bia to Long Branch, New Jersey, but retained the same 
position as a civilian employee of the Signal Corps. 

4. Upon his arrival in New Jersey he was given many 
papers to sign, among which papers was one called “Pat¬ 
ent Memorandum No. 3”, which was provided under the 
regulations of the Signal Corps for new employees of the 
Signal Corps Ground Signal Service. At the time of the 
execution of this paper he was not a new employee. He 
had no knowledge of the contents of the papers, they all 
being forms, and was advised at the time of the signing 
that the papers would not affect any of his rights and that 
it was the customary practice and usual procedure for em¬ 
ployees coming into that branch. The provisions of said 
Patent Memorandum No. 3 were in substance as follows: 
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That he was to do work which might result in inventions, 
and that if he made such inventions, the United States Gov¬ 
ernment was to have all right, title and interest in such 
inventions made while he was engaged in the work assigned, 
if, in the Chief Signal Officer’s opinion, the public 
3 interest demanded that such inventions be owned 
and controlled by the War Department. The patent 
memorandum further provided that assignments of such 
inventions to the United States Government would be made 
in case the inventions should remain secret; and in the 
event that the Chief Signal Officer should decide that the 
inventions remain secret, the inventions would not be dis¬ 
closed to unauthorized persons until the Director of the 
Signal Corps Ground Signal Service disclosed in writing 
that the need for secrecy had ceased. This memorandum 
further provided that the form of the assignment of the 
inventions to the United States Government would conform 
to the requirements of law relating to such patent applica¬ 
tions, but that the assignments or instruments of transfer 
might, in a proper case, include suitable reservations to 
enable the Plaintiff to retain or repossess his commercial 
rights; and the Memorandum No. 3 further provided: 

“This notice of assignment to develop improvements 
in arts of value to the Signal Corps shall not be con¬ 
strued as divesting you of ownership of any invention 
made by you while engaged on this work, other than 
those which in the opinion of the Chief Signal Officer 
should be owned and controlled by the War Depart¬ 
ment to safeguard the public interest, except that the 
United States shall be entitled to a nonexclusive license 
to any and all inventions made by you in the course of 
the work assigned in the same way as if this special 
assignment had not been made.” 

5. The Plaintiff herein was specifically assigned to per¬ 
fect work on or invent an electric governor for engines; 
and while in the process of developing and inventing such 
electric governor, he conceived and invented a permanent 
magnet generator, which invention was conceived on the 
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3rd day of March, 1943, and reduced to practice on the 5th 
day of March, 1943. After the invention he was given 
forms to fill out by the Signal Patent Agency, a branch of 
the Signal Corps handling the legal aspect of patents, and 
he signed the papers delivered to him for signature, and 
in said record it was noted that he had been spe- 
4 cifically assigned to invent the permanent magnet 
generator. This was not a correct statement, and 
the error was not noticed by the Plaintiff, but on the 17th 
of June, 1944, as the result of an investigation as to the 
papers executed by the Plaintiff, it was officially deter¬ 
mined that the invention referred to herein was made in the 
course of general employment and that the Plaintiff was 
not specifically assigned to make this invention. As a re¬ 
sult of this determination the records of military invention 
were corrected and changed and forms prepared by the 
Patent Signal Agency, which included the application for 
patent as well as an assignment by the Plaintiff to the 
United States Government, which reserved to Plaintiff all 
commercial rights upon issuance of said patent, and gave 
the Government the right to use said patent without charge 
to it. This assignment was recorded in the Patent Office 
in Liber X-193, page 355, and was prepared by the United 
States Government through its employees and delivered to 
the Plaintiff for signature and acknowledgement. 

6. In 1944 Plaintiff, while still working on other matters, 
invented a voltage compensator, and the official records of 
the Government, prepared by other than your Plaintiff, 
indicate that he was not specifically assigned to make this 
invention, and as a matter of fact, Plaintiff was not spe¬ 
cifically assigned to make this invention. 

In July of 1946 patent application was filed on this in¬ 
vention, said papers having been all prepared by Govern¬ 
ment employees other than your Plaintiff, and among the 
papers prepared by said Government employees, was a 
form of a license to the Government from Plaintiff, which 
Plaintiff executed at the request of the Government. 
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7. The Plaintiff avers that the assignment of the one 

patent and the license to the second patent were in 

5 conformity and under the terms of Patent Memo¬ 
randum No. 3, and that the decisions for the Govern¬ 
ment to have certain rights to his patents were made by 
persons unknown to the Plaintiff, but each of said decisions 
came to him in a written form of paper for him to sign, and 
that the people with whom he dealt in executing the neces¬ 
sary papers were those persons with whom he had dealt 
regularly in the course of business, and that he did not, 
during any of these decisions, participate in the confer¬ 
ences ; that he at all times signed such papers as were pre¬ 
sented to him which could in honesty be signed. 

8. That during the period up to December, 1946, the Gov¬ 
ernment, in its official correspondence, had recognized his 
commercial rights in these patents. 

9. In the summer of 1946 the Defendant, Moynahan, who 
had become the Director of the Laboratory in which Plain¬ 
tiff had been employed, caused Plaintiff to prepare a con¬ 
fidential document outlining the theory of his inventions 
with the express understanding that the paper prepared by 
Plaintiff would be an office communication and would not 
be used or shown to any persons outside of the Government. 

10. Notwithstanding the promises made by the said 
Moynahan, he deliberately, without right and for his own 
personal reasons, as distinguished from governmental rea¬ 
sons, made known and disclosed, in December of 1946, the 
contents of said private document to the General Electric 
Company through its agents. 

11. The Plaintiff, upon learning of this disclosure in vio¬ 
lation of the agreement, personally reprimanded Moynahan, 
and in writing directed to one of the officials of the Signal 
Corps who was superior in position to Moynahan, a com¬ 
plaint and charge against Moynahan for the violation afore¬ 
said. As a result of his complaint, he was ordered, 

6 by one Stock, who was inferior in position to Moyna- 
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han and who was subject to Moynahan’s control and 
whim for personal reasons which will be disclosed to the 
Court at the trial hereof, to “publicly, by appointment, 
with Colonel Moynahan, at a place of his choosing, 
apologize for your (Plaintiff’s) unwarranted conduct and 
present any justification which you deem advisable. . . . ” 
This very foolish and arbitrary letter was naturally ignored 
by the Plaintiff, who, shortly thereafter, offered his resig¬ 
nation as a civilian employee, and your Plaintiff avers that 
in the branch in which he was located during the period of 
his location there, he alone of all the employees, made in¬ 
ventions. 

12. The written complaint which had been made by the 
Plaintiff against Moynahan for Moynahan’s unlawful dis¬ 
closures was the subject of a reply from the Colonel com¬ 
manding, one J. D. O’Connell, on the 12th of December, 
1946, and in which answer the commanding Colonel said 
that the Government had a right, under its license, to make 
use of the invention and that it became necessary for the 
Government to employ commercial concerns, and that re¬ 
quired disclosing such ideas to the prospective development 
contractors; and the Colonel further said that it was the 
policy of the Signal Corps to disclose inventions under 
which the United States Government is licensed only to the 
extent considered necessary in furthering development of 
military equipment; and the Colonel further said that it 
was impractical to assume the task of notifying the inven¬ 
tor prior to every such disclosure; and it was also said: 

“When inventors who have commercial interests in 
such inventions desire to know what disclosures have 
been made, the information will be made available upon 
request.”— 

and the Colonel then proceeded to advise the Plaintiff that 
the information had been furnished to the General Elec¬ 
tric Company, the Armour Research Foundation, and 
7 the University of California; and further said that 
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when further distribution of this nature is made Plaintiff 
would be informed. 

13. After the resignation of Plaintiff, on to wit the 9th 
of December, 1946 (effective the first part of January, 1947) 
had been received, the Defendant, Moynahan, conspired 
with the Defendant, Weber, to ‘‘punish” Plaintiff by de¬ 
priving him of his commercial rights in the inventions, 
even though said rights had been established by written 
assignment and license long prior to December, 1946. In 
the process of arranging for such deprivation of the Plain¬ 
tiff of his commercial rights, the Defendants, Moynahan 
and Weber, acting one for the other or in concert, did com¬ 
municate with the Defendant, Hall, who was Chief of the 
Patents and Inventions Branch, Legal Division, in the office 
of the Defendant, Akin. 

14. During the first three months of 1947 the said Defen¬ 
dants, Moynahan and Weber, did arrange, by false charges, 
to prevent the payment to Plaintiff of the salary due to 
him for work already performed consisting in excess of 
$2,000.00, and did in writing declare that they would de¬ 
prive him of his commercial patent rights. 

15. The Plaintiff rejected the claims as made, and re¬ 
futed the charges against him; and said charges, in so far 
as they related to the possession by Plaintiff of Govern¬ 
ment property, were finally admitted by the Defendant, 
Weber, and others, to be without foundation. 

16. Prior to the 4th day of April, 1947, the said Weber, 
acting for or in concert with the Defendant, Moynahan, did 
contact the Defendant, Hall, who was the Chief of the Pat¬ 
ents and Inventions Branch of the Legal Division of the 
Office of the Chief Signal Officer, and sought from him aid 

in their nefarious undertaking. The Defendant, Hall, 
8 notwithstanding that he had acted for and was at that 
time acting for the Plaintiff as attorney in presenta¬ 
tion of Plaintiff’s patent applications, did participate and 
conspire with the Defendants, Weber and Moynahan, and 




8 


as the result of said conspiracy and agreement, the said 
Hall, on the 4th day of April, 1947, did address a communi¬ 
cation in writing to the said Weber, by his title and not 
his name, and in which instructions were given as to how 
the proceeding should be handled, and did advise the said 
Defendant, Weber, who was acting in concert with the De¬ 
fendant, Moynahan, of what should be claimed and done in 
order to render effective the proposed conspiracy, includ¬ 
ing the written statement by Hall that his “office will serve 
a letter signed by the Chief Signal Officer on Mr. Kober if 
it is decided to press this case. A copy of the letter signed 
by the Chief Signal Officer will be furnished to you if and 
when signed, for incorporation in your report.” The said 
Defendant, Hall, did advise defendant Weber as to how his 
report should be prepared and what exhibits to place 
therein. 

Acting upon the advice of the co-defendant Hall, the said 
Defendants, Weber and Moynahan, prepared a report 
which included the original record of invention indicating 
a specific assignment, although said record had been cor¬ 
rected in 1944, and the corrected report showing no specific 
assignment was omitted from the report. The said Defen¬ 
dants also included in their report the Patent Memorandum 
No. 3, but failed to include in the report the executed as¬ 
signment and the executed license, and in general presented 
a false picture of the situation. 

17. Under the statute of the United States, dated March 
4, 1883, c. 143, 22 Stat. 625; Apr. 30, 1928, c. 460; 45 Stat. 
467, the Commissioner of Patents was authorized to issue 
to an employee of the Government a patent for certain in¬ 
ventions without the payment of any fee when the 
9 head of the department certified such invention was 
to be used or liable to be used in the public interest. 
It provided further that the applicant in his application 
would agree that the Government could manufacture or 
use said patent -without the payment of any royalty thereon. 
The Secretary of War determined, prior to July 1, 1944, 
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that the invention of the Plaintiff was in the public interest 
and certified that fact to the Patent Office, and further, the 
said application for patent contained in it the provision for 
the use by the Government, royalty-free, of said invention. 
In conformity with the decision, the assignment of the pat¬ 
ent submitted to the Plaintiff and executed by the Plaintiff, 
was prepared. Thereafter a similar decision was rendered 
by the Secretary of War on the second patent application, 
and the decision was also rendered under the terms of 
which a license agreement was prepared by the Government 
and submitted to Plaintiff, who executed the same. These 
matters were all of record in the War Department, and the 
said Defendant, Akin, should have, by the exercise of rea¬ 
sonable diligence, ascertained said facts. 

18. The Defendant, Akin, who was then the Chief Signal 
Officer, with rank of Major General in the United States 
Army, executed a paper prepared under the directions of 
one of the Defendants, although at the time he had no actual 
knowledge of the situation, and he, with a reckless indiffer¬ 
ence to the rights of the Plaintiff, made no investigation 
into the facts, and represented in writing that the public 
interest demanded that the inventions of the Plaintiff be 
owed and controlled by the War Department, although in 
fact there was no such public necessity or interest, and he 
made no attempt to ascertain whether any such necessity 
existed; and at the time of the making of said so-called de¬ 
cision, he had no power or authority so to do. 

10 19. Plaintiff avers that the office of Chief Signal 

Officer is a creature of statute and has limited power 
in a military field, and no right other than that given by 
the law. 

20. Notwithstanding his lack of authority, notwithstand¬ 
ing his lack of knowledge, and with no attempt to ascertain 
the facts, the Defendant, Akin, published, on the 16th of 
April, 1947, the aforesaid “opinion”, and by such conduct 
did act in concert with the other conspirators to deprive the 
Plaintiff of his patents; and as a result of the said decision 
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and the conduct of the Defendants, the Department of Jus¬ 
tice of the United States Government was employed to 
proceed in the Courts of the United States to require as¬ 
signments of these patents by your Plaintiff. The said 
Department of Justice was not informed as to the facts, 
and upon learning the facts, through some influence un¬ 
known to the Plaintiff, continued the prosecution of the 
cause. 

21. The Plaintiff has been required to expend large sums 
of money for legal expenses in defense of the suit against 
him, and was required to bring one witness, a former official 
of the Agency and one who had found the error in the 
record of inventions and had corrected the same, from the 
State of California to testify in his behalf. 

22. Upon the trial of the cause in the District Court of 
the United States, Alexandria, Virginia, the learned trial 
Justice held that the decision of the Chief Signal Officer 
was not subject to review by him, and that the reason for 
the so-called opinion was not a matter of court investiga¬ 
tion, and that evidence was not admissible, nor could the 
Court examine into the same; and the said learned trial 
Justice further held that in view of that decision of the 
Chief Signal Officer, the prior assignment and license were 

of no avail and that the United States Government 
11 was entitled to own outright the inventions of this 
Plaintiff. 

23. Your Plaintiff is advised that if this decision is main¬ 
tained, he has no remedy other than the remedy herein. 
The commercial rights of said patents are in the value of 
One Million Dollars ($1,000,000.00). 

Wherefore, Plaintiff demands judgment of the Defen¬ 
dants in the full sum of One Million Dollars ($1,000,000.00). 

/s/ William Kober, 

Plaintiff. 
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17 Filed Jul 8194-8 

Motion to Dismiss. 

Come now the defendants Major General S. B. Akin and 
Colonel George F. Moynahan, Jr., by George Morris Fay, 
United States Attorney, and move the Court as follows: 

1. To dismiss the complaint for the reason that it fails 
to state a claim upon which the Court can grant the relief 
sought. 

/s/ George Morris Fay 

United States Attorney 

/s/ John P. Burke 

Assistant United States 
Attorney 

/s/ Ross O’Donoghue 

Assistant United States 
Attorney 


18 Filed Jul 9 1948 

Answer of Defendant Hall and Motion to Dismiss. 

Defendant, William D. Hall, answering the Complaint of 
the Plaintiff states: 

*•#•••••*• 

22 Second Defense 

Defendant Hall denies the jurisdiction of this Court on 
the ground that he and the other defendants were not resi¬ 
dents of the District of Columbia at the time of the filing 
of the Complaint, and on the further ground that Plaintiff 
has not and cannot claim in good faith an amount sufficient 
to invoke the jurisdiction of this Court. 

Defendant Hall moves to dismiss the Complaint for lack 
of jurisdiction of this Court over the non-resident defen¬ 
dant Hall, and the other non-resident defendants, and 
also on the ground that Plaintiff cannot in good faith 
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23 claim sufficient damages as to invoke the jurisdiction 
of this Court. The pre-trial deposition that this De¬ 
fendant took of Plaintiff, which deposition at this writing 
has not been sufficiently completed by the notary to he filed, 
but which promptly will he filed, is relied upon by this De¬ 
fendant to show that the sworn allegations in the Complaint 
purporting to invoke the jurisdiction of this Court were 
without foundation. 

Wherefore: Defendant Hall prays that the Complaint 
be dismissed, that the Defendant Hall be given such other 
and further relief as the Court finds just, and that the 
costs of this action be taxed the Plaintiff. 

/s/ Howard Nelson Moore 

Attorney for Defendant Hall 

• ••••••••• 

31 Filed Oct 20 1948 

Order. 

This case having come on to be heard upon the motion 
to dismiss as to the Defendants Akin and Moynahan and 
upon consideration of said motion, together with points and 
authorities in support thereof, and points and authorities 
in opposition and upon consideration of oral argument by 
counsel, it is by the Court this 20th day of October, 1948, 

Ordered, that the above entitled complaint be and the 
same is hereby dismissed as to the Defendants Akin and 


Moynahan. 

Matthew F. McGuire 

4ft 4ft 4ft 

Judge 

# # # # # 

V V V 

32 

Filed Oct 25 1948 


Order. 


This case having come on to be heard upon the motion 
to dismiss as to the Defendant, William D. Hall, and upon 
consideration of said motion, together with points and au- 
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thorities in support thereof, and points and authorities in 
opposition, and upon consideration of oral argument by- 
counsel, 

It is by the Court, this 25th day of October, 1948, 
Ordered, 

1. That the above entitled complaint be and the same is 
hereby dismissed as to the Defendant, William D. Hall. 

2. That defendant Hall do recover against the plaintiff, 
Hall’s costs of this action. 

Matthew F. McGuire 
Judge 

• •••••*•#• 

33 Filed Oct 29 1948 

Notice of Appeal. 

Notice is Hereby Given, This 29th day of October, 1948, 
that William Kober hereby appeals to the United States 
Court of Appeals for the District of Columbia Circuit from 
the judgment of the Court entered on the 20th day of Octo¬ 
ber, 1948, in favor of Colonel George F. Moynahan, Jr., 
Major General S. B. Akin; and William Kober hereby ap¬ 
peals to the United States Court of Appeals for the Dis¬ 
trict of Columbia Circuit from the judgment of the Court 
entered on the 25th day of October, 1948, in favor of Wil¬ 
liam D. Hall;—all of said judgments being against the said 
William Kober. 

Friedlander and Brill 

By: Mark P. Friedlander 

Attorney for Plaintiff . 

*•*••**#*• 
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18 Filed Jul 9 1948 

Excerpts from Answer of Defendant Hall 

and 

Motion to Dismiss 

Defendant, William D. Hall, answering the Complaint of 
the Plaintiff states: 


First Defense. 

The several numbered paragraphs of this Answer are in¬ 
tended to be answers to the paragraphs of the Complaint 
which bear corresponding numbers. 

1. Defendant Hall is without knowledge or information 
sufficient to form a belief as to the citizenship and residence 
of Plaintiff; and except as to the allegations of citizenship 
and residence Defendant Hall denies all of the allegations 
of Paragraph 1 of the Complaint. 


20 6. Answering Paragraph 6 of the Complaint, De¬ 

fendant Hall denies all the allegations in the first 
sentence of said Paragraph 6. Defendant Hall admits all 
of the allegations in the second sentence of Paragraph 6 
of the Complaint, except he denies the word “invention ’ 1 
and denies that the license was executed “at the request 
of the Government.” 


21 16. Defendant Hall denies all of the allegations in 

Paragraph 16 of the Complaint, except: Defendant 
Hall admits that prior to April 4, 1947, he was Chief of 
the Patents and Inventions Branch of the Legal Division 
of the Office of the Chief Signal Officer. Defendant Hall 
admits that he communicated with the Defendant Weber 
and that one of such communications included as a small 
part thereof the portion set out in quotation marks in the 
Complaint Defendant Hall particularly denies that the 
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communications taken as a whole had the import ascribed 
to them in the Complaint. 


22 20. Defendant Hall denies all the allegations of 

Paragraph 20 of the Complaint, except that the De¬ 
partment of Justice learned the facts and thereafter prose¬ 
cuted a suit against the present Plaintiff to require assign¬ 
ments by your Plaintiff. 

21. Defendant Hall is without knowledge or information 
sufficient to form a belief as to the truth of the facts alleged 
in Paragraph 21 of the Complaint. 


23. Paragraph 23 of the Complaint is denied. 


24 Filed Oct 1 1948 

Request for Admissions 

Now comes the Defendant Hall and requests the Plaintiff 
to admit under Rule 36, Federal Rules of Civil Procedure, 
within ten (10) days, the following facts: 


25 3. That during the trial of the case of United 
States v. Kober, referred to in the Complaint, the 

Plaintiff herein William Kober gave the following testi¬ 
mony in response to questioning by his own attorney (tran¬ 
script pp. 79-80): 

26 “Q. Who was he? 

“A. Mr. Volsk was an attorney in the patent agency 
that was connected with the Fort Monmouth laboratories 
in general and located specifically at Camp Evans. 

“Q. What were his duties, if you know? 

“A. His duties were to prepare for the Government 
patent applications on inventions that had been made by 
employees of the Signal Corps or other people, as a matter 
of fact. I believe he prepared applications under a good 
many conditions. 
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4. That during the trial of the case of United States v. 
Kober, referred to in the Complaint, the Plaintiff herein 
William Kober gave the following testimony in response 
to questioning by his own attorney (transcript p. 103): 

“Q. Who is the man referred to—Chief, Signal Patent 
Agency? 

“A. That is Mr. Weber. 

“Q. Did you know Mr. Hall, the man that signed that 
letter? 

“A. I never met him. 

“Q. He was the head of what? 

“A. He was the head of the Washington patent set-up, 
to the best of my knowledge. 

“Q. Was he a lawyer? Did you know him? 

“A. No, I didn’t know him personally. 

5. The attached document marked “Kober Exhibit No. 
3” was signed by Plaintiff William Kober. However, it 
was not signed by said Plaintiff on the date of “3/30/43” 
which appears adjacent Plaintiff’s signature. It was 
actually signed by Plaintiff approximately one year and 

three months following the date of “3/30/43”. 

27 6. Plaintiff’s Complaint in Par. 14 states “Moyna- 

han and Weber, did arrange, by false charges, to 
prevent the payment to Plaintiff of the salary due to him 
for work already performed consisting in excess of 
$2,000.00.” Plaintiff has not filed any suit against the Gov¬ 
ernment for this salary allegedly due, nor did Plaintiff 
counterclaim in the suit against him brought by the Gov¬ 
ernment and referred to in the Complaint. 

7. The United States District Court referred to in Par. 22 
of the Complaint did not enter its decree in the case of 
United States v. Kober until on or about May 26,1948. 

Howard Nelson Moore 
Attorney for Ball 
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28 Filed Oct 1 1948 

Kober Exhibit No. 3. 

RECORD OF MILITARY INVENTION. 

(Use separate sheet for each invention) 

Follow Instructions on Back. 

(a) Inventor: 

(1) Full name: William Kober. 

(2) Rank, position or employment: Associate Radio En¬ 
gineer, Automotive and Power Branch. 

(3) Permanent address: 1050 E. 43 St., Brooklyn, N. Y. 

(b) Title of Invention: Alternating Current Machines. 

(c) Brief Description of Invention: The invention pro¬ 
vides means for preventing demagnetization of a perma¬ 
nent magnet field of an alternating current-machine by 
transient and short circuit currents. A low resistance con¬ 
ducting loop surrounds the field flux, the loop current pre¬ 
venting demagnetization of the field. 

(d) Date and places of Invention: Date Place (Street, 
Number, City) 

(1) Conception by Inventor: Mar. 3, 1943 On board 
train to Chicago, HL 

(2) First disclosure to others: Name Major John C. 
Thompson, March 4, 1943, On board train to Chicago, Ill., 
Name Mr. Verne Kennedy, Mar. 5, 1943 On board train 
to Chicago, DL 

(3) First sketch or drawing: Mar. 3,1943 at Sec. d-1 

(4) First written description: Mar. 3-43 at Sec. d-L 

(5) Completion of model: March 6, 1943 at 4316 Kilpat¬ 
rick St, Chicago. Completion of full sized device: 3-6-43. 

(6) Has the invention been tested? Yes. When? March 
6,1943. 

(e) Names and addresses of persons having knowledge 
of facts stated under (d) above: 

Mr. Verne Kennedy, V. P. & Manager, Dormeyer Co., 
Chicago, HL 
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Mr. Otto Michaelis, Mechanic, Dormeyer Co., Chi¬ 
cago, HI. 

Mr. Henry Heider, Mechanic, Dormeyer Co., Chicago, I1L 

Major John C. Thompson, O/c Power Branch, Fort 
Monmouth Signal Lab. 

(f) Prior reports: None. 

(g) Please state wether you are the sole inventor of the 
subject invention. If not, state who invented it with you. 
Sole Inventor. 

(h) State whether you were specifically assigned to in¬ 
vent the present invention : No. 

(i) Give work orders or project numbers under which 
this invention was developed: None. 


William Kobeb, 


Nicholas T. Volsk, 

208 Monroe Ave., Spring Lake, N. J. 
3/30/43 


3/30/43 




\ 
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i Filed Jul 27 1948 

Stipulation 

This stipulation is between counsel for the Plaintiff 
William Kober and counsel for defendant William D. HalL 
The other defendants have not been requested to join in 
this stipulation. 

Whereas, counsel for the defendant Hall, notified counsel 
for the plaintiff that said defendant Hall intended to move 
the Honorable Court for orders as follows: 

• ••••••••• 

(b) granting leave for said defendant Hall to take a pre¬ 
trial deposition of plaintiff, under Rule 26, before said de¬ 
fendant Hall is required to answer the complaint or to 
otherwise plead; this order to provide that said plaintiff 
will produce at the deposition all documents or things in 
his possession or under his control which tend to prove the 
allegations in the Complaint, and all copies of documents 
or things in his possession or under his control which 

ii tend to prove the allegations in the Complaint; and 


Whereas, counsel for plaintiff has agreed to grant the 
defendant Hall the things he requests and thereby save 
the time and expense of a formal order of this Court. 

In testimony whereof, the attorneys for the parties affix 
their signatures this 7th day of June, 1948. 


Attorney for Plaintiff. 
Howabd Nelson Moobb. 
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Filed July 27 1948 
Deposition, of William Sober, 

Washington, D. C-, 
June 18, 1948, 
Friday, at 10:00 a.m. 

Direct Examination 
By Mr. Moore 


Q. Mr. Kober, did you bring with you all documents or 
other things that are in your possession or under your con¬ 
trol and which tend to prove the things alleged in the 
complaint, and all other copies of documents and things 
in your possession or under your control which tend to 
prove the things alleged in the complaint? A. Yes; all 
those that I had. 

Q. Please produce all of them and I ask the reporter to 
mark everything you produce as A-l, 2, 3, and so on, in 
sequence. 

Mr. Friedlander: We reject the suggestion and refuse 
to do as you request. 


Q. Mr. Kober, as I understand it, you were a Patent 
Examiner immediately prior to coming with the War De¬ 
partment, were you not? A. That is right. 

Q. For what period were you an Examiner? A. Well, to 
the best of my memory, I started in February, 1938, and 
left in April, 1942. 

Q. Mr. Kober, I will try to state what you did as a Pat¬ 
ent Examiner, and please tell me if X am right; 
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When a patent application was filed you read the entire 
application over carefully; you criticized it both on mat¬ 
ters of form and substance; you examined it for both legal 
and scientific errors; you made searches through the prior 
art to determine if the alleged invention was new; and you 
made decisions either allowing or rejecting the case for the 
Chief of your Division to sign—is that right? A. It seems 
a reasonable enough description. 

Mr. Friedlander: Just answer “Yes” or “‘No,” if you 
can. 

Q. I take it your answer is “Yes”? A. Yes. 

By Mr. Moore: 

Q. You had a thorough knowledge of the rules of practice 
of the United States Patent Office, did you? A. Yes. 

Q. You were also familiar with practice and procedure 
in the Patent Office? A. Yes. 

Q. From the knowledge you gained while you were in 
the Patent Office, please answer this question: 

If anyone makes an invention and has not assigned away 
his title to it, has he the right to hire a Patent Attorney of 
his own selection to file a patent application on the inven¬ 
tion? A. Yes. 

• ••••••••• 

Q. Mr. Kober, did you at any time prior to the filing of 
the complaint herein, either orally or in writing, inform 
the defendant Hall of the facts or any of them that you 
allege in the complaint? A. No. 

• ••••••••• 

Q. Mr. Kober, by reason of your presence in the War 
Department at the time you invented the permanent magnet 
generator and the voltage compensator, do you believe you 
are aware of all the facts bearing upon the issue of whether 
you were assigned to invent these things? A. Yes. 
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Q. Mr. Kober, did you knowingly withhold from the 
United States District Court at Alexandria any fact relat¬ 
ing to the issue of whether you were assigned to invent? 
A. No. 


Q. Mr. Kober, do you have any reason to believe that 
there was any document that was ever in existence bear¬ 
ing upon the issue of whether you were assigned to 
invent that you wanted to produce before the court in 
Alexandria but could not obtain? A. Can I request clarifi- 
fication of that? I mean, any document that I know to have 
been in existence at the time? Is that what you mean? 

Q. That is right. A. No. I don’t know of such a docu¬ 
ment. 

• ••••••••• 

Q. Mr. Kober, did the attorney for the Government fur¬ 
nish you copies of all the papers from the Government files 
that your attorney requested? 

Mr. Friedlander: You will probably have to ask me that, 
if I requested them. I do not see how the witness could pos¬ 
sibly know what I requested. 


Mr. Friedlander: File your proper notice. 

I will tell you now that every notice to produce which I 
gave the Government, they complied with. 

Mr. Hall: Will you stipulate? 

Mr. Friedlander: I will stipulate that. Mr. Brown even 
produced one paper which I had not served notice to pro¬ 
duce, and it was available and he produced it at the trial. 

Mr. Moore: That is accepted as a stipulation. 


Q. Mr. Kober, was it your understanding that when you 
were dealing with the Signal Patent Agency that the Agency 


I 
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i 













was exerting its best efforts to get for the Government all 
the rights from you which they thought the Government 
was entitled to? A. Yes. 

• •••••••*• 

Q. Mr. Kober, the question was, has it always been your 
understanding that the Government was entitled to what 
the assignment in Kober Exhibit Number 1 for identifica¬ 
tion conveys. Please answer “Yes” or “No.” A. Yes. 

Q. In Paragraph 5 of the complaint you state: 

“Asa result of the determination the records of military 
invention were corrected and changed.” 

By this do you mean that the original document— 

Off the record a moment. 

(Discussion followed off the record.) 

Q. (resumed) Do you have that record, Mr. Kober, of 
Military invention? 


Q. Mr. Kober, is Kober Exhibit Number 3 for identifica¬ 
tion the alleged corrected paper? A. Yes. 


Q. Mr. Kober, please now refer to Paragraph 5 of the 
complaint, where you state: 

“The plaintiff herein was specifically assigned to perfect 
work on or invent an electric governor for engines;” 

At the time of this assignment to invent was it your un¬ 
derstanding that if you invented a new electric governor for 
engines that you should assign the patent rights thereon to 
the Government? A. That was not my understanding be¬ 
cause that isn’t what Patent Memorandum Number 3 says. 
It was not what I was told, as an interpretation of what 
Patent Memorandum Number 3 said. 
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Q. Mr. Kober, please, was it Mr. Nicholas Volsk who 
prepared the patent applications on the permanent magnet 
generator and the voltage compensator? A. Mr. Volsk and 
I together prepared the patent application on the perma¬ 
nent magnet generator, and another gentleman from the 
Signal Patent Agency, whose name escapes me at the mo¬ 
ment, with my assistance, prepared the voltage compensator 
case. 

Q. Mr. Kober, let me see if I understand your testimony 
given at Alexandria correctly. 

You did not know the defendant Hall personally, but you 
knew he was employed in the Government operating Patent 
Section in Washington; you did deal with Mr. Volsk; Mr. 
Volsk was in a Government Patent Section that was sub¬ 
ordinate to the one in which the defendant Hall was—is 
that right? A. Yes; I think so. 


Q. When Mr. Volsk worked with you on papers in the 
preparation of your patent application, he was engaged in 
his official duties, was he? A. Yes. 

Q. Was it your understanding at the time you signed the 
two patent applications that the duties of the defendant 
Hall were, in general, the same as the duties of Mr. Volsk? 
A. Yes. 

Q. Mr. Kober, was it your understanding at the time you 
signed the patent applications that the section in which Mr. 
Hall was employed performed substantially, in general, the 
same duties that Mr. Volsk performed, except that the sec¬ 
tion in which Mr. Hall was employed was superior to that 
in which Mr. Volsk was employed? A. Yes. 

• •••*••••• 

Q. Did you, in fact, sign this paper at the date indicated 
at the bottom, March 30,1943? A. I think so; yes. 

Q. Mr. Kober, it is clear, is it not, that we have just been 
discussing Kober Exhibit Number 2 for identification? A. 
Let me see. I am pretty sure I know which one that is. 
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(The document was handed to the witness.) 

Yes. That is it. 

Q. Then, from time to time you urged the Signal Corps 
Patent Section to file a patent application on this invention, 
did you? A. The permanent magnet generator? 

Q. Yes. A. I wouldn’t say that. I didn’t urge them. We 
were filing a patent application. 

Q. One was in process of preparation? A. Yes; no par¬ 
ticular urging there. 

Q. Mr. Kober, during all of this time and until the pat¬ 
ent application was completely prepared and ready for 
your signature, you took no steps to cause the record to 
show that you were not assigned to invent the permanent 
magnet generator—is that right? A. That is right 

Q. Now, Mr. Kober, do you now have before you your 
attorney’s copy of the transcript, Civil Action 318, United 
States of America vs. William Kober, in Alexandria, Vir¬ 
ginia? A. Yes. 

Q. Referring to the second question on Page 83: 

“You have two papers in your hand, ‘Records of Military 
Invention.’ The only difference between the two papers 
and the papers which have been already offered in evidence 
is the answer to one question, is it not? A. Yes. 

“Q. (h) was answered ‘Yes’ on the original papers, and 
is not answered ‘No.’ ” 

Is that a statement of fact, Mr. Kober? A. Yes. 

Q. “Q. And that is what question? A. State whether 
you were specifically assigned to invent the present in¬ 
vention.” 

Is that a statement of fact, Mr. Kober? A. Yes. 

Q. “Q. The answer there is ‘No.’ 

“Did you sign those papers? A. Yes.” 

Is that a statement of fact, Mr. Kober? A. Yes. I said 
that. 

Q. “Q. And thereafter you signed the application for 
patent? A. I believe I executed these papers and the neces- 
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sary signatures on the patent application at the same time, 
all done the same day.” 

Is that a statement of fact, Mr. Kober? A. Yes. 

Q. Mr. Kober, the papers referred to in the testimony 
just reviewed include Kober Exhibit Number 3 for identifi¬ 
cation, do they not? 

(There was a short pause.) 

Mr. Moore: Read the question to the witness. 

(The last question was read by the Notary as herein¬ 
before recorded, at Page 74.) 

A. Yes, they do include it. 


Q. Mr. Kober, how long did it take you and Mr. Volsk to 
prepare the application for the permanent magnet gener¬ 
ator? A. Let me see. We started about April, 1943. It 
took over a year—over a year. 

Q. Then you were working with Mr. Volsk on this applica¬ 
tion for more than a year prior to signing Kober Exhibit 
Number 3 for identification? A. Yes. 

Q. Mr. Kober, is it not a fact that you and Mr. Volsk had 
the application for the permanent magnet generator ready 
for signature before you signed Kober Exhibit Number 3 
for identification? A. No. 

Q. There was more work done on it between the time you 
signed Kober Exhibit Number 3 for identification and the 
time you signed the application form on the same day—is 
that true? A. Is that the question you asked before? If it 
was, I answered it wrong. 

Read the previous question again. 

(The question was read by the Notary, as follows: 

“Q. Mr. Kober, is it not a fact that you and Mr. Volsk 
had the application for the permanent magnet generator 
ready for signature before you signed Kober Exhibit Num- 
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ber 3 for identification?”) A. Yes, it was ready for signa¬ 
ture when I signed Kober Exhibit Number 3. 

• •••#••••• 

Q. Mr. Kober, did you make any effort to appoint an 
attorney of your own selection? A. No. 


Q. The defendant Hall, as far as you knew, never saw 
or heard of the defendant Moynahan, or in any way com¬ 
municated with him—is that right—as far as you know? 
A. As far as I know—no, I don’t know of it. 

Q. Mr. Kober, would you please refer to Paragraph 13 
of the complaint, and tell us what you had in mind as sup¬ 
porting the allegations of said Paragraph 13 when you 
signed the complaint? A. Paragraph 13? 

Q. Paragraph 13—yes. A. As for the conspiracy between 
Moynahan and Weber, we have several letters written by 
Weber with Moynahan’s co-signature, or through—routed 
through Moynahan. 

Q. Do you have copies of those? 

Mr. Friedlander: They are in the record of the Virginia 
case. 

A. They are in the record of the Virginia case. 

By Mr. Moore: 

Q. Would you identify them, please? 

Mr. Friedlander: You can refer to E, F, G, H, I, J, K, L, 
M, N, 0, and the Hall letter is P. 

By Mr. Moore: 

Q. Is that a correct identification, Mr. Kober, as you 
understand? 

Mr. Friedlander: That is what the record states. 

A. Yes. 


Q. Mr. Kober, when did the time come that the invention 
was first tried under actual operating conditions? A. I 
first had an actual model on March 5th, I think. 
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By Mr. Friedlander: 

Q. What year? A. 1943. Whether you call that operat¬ 
ing conditions, I don’t know. 

By Mr. Moore: 

Q. Mr. Kober, after you conceived of the permanent mag¬ 
net generator invention and had made some experiments, 
did you then call Colonel Thompson about it? A. Colonel 
Thompson? Who is that? 

Mr. Friedlander: Major Thompson, he is talking about. 

The Witness: Major Thompson? 

(Discussion followed off the record.) 

The Witness: 1 believe that that was what happened. 

By Mr. Moore: 

Q. Mr. Kober, in your testimony in the United States 
Court at Alexandria, do you feel that you told the Court as 
much as you know about the experiments you made prior to 
telephoning Colonel Thompson? A. Of course, I know a lot 
more about the experiments than I told the Court; but 
whether it had any legal value, I couldn’t say. 

Q. Mr. Kober, would you please discuss in a general way 
these experiments relating to your permanent magnet gen¬ 
erator invention? 

Mr. Friedlander: I would like to have you state the rea¬ 
son why you think that is material. 

Mr. Moore: We would like to go into the background of 
the making of this invention, showing that it was done en¬ 
tirely on Government time and at Government expense; and 
to show the applications, which may well be of interest to 
the War Department—to show that this may well be a de¬ 
vice which, as the witness touched upon earlier in his tes¬ 
timony, would have war value. 

Mr. Friedlander: Well, suppose it is material. Go ahead. 
It will take a lot of time; but go ahead. 
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By Mr. Moore: 

Q. In short, let us have your remarks, please, as they bear 
upon actual Government use of this device for war, as com¬ 
pared with, say, commercial use. A. Well, you asked me 
to describe my experiments. 

Q. That is right. We are speaking of actual use of the 
completed device, as a reduction to practice, if you will; or 
how it was used practically. A. Well, these generators, as 
they were built toward the end of the war, produced alter¬ 
nating current, 60 cycles; some at 400 cycles. 

Since I was working for the War Department, the appli¬ 
cations of the electricity produced was, naturally, for pur¬ 
poses of the War Department. 

Q. Now, Mr. Kober, please, with what equipment were 
they used? A. I really don’t know, in that you would 
have to find that out from some other Government source. 

Q. As near as you can recall, were the experiments con¬ 
fined to the operation of the generator alone, or was it 
placed with other equipment in operating conjunction with 
other equipment of a war nature? A. The experiments I 
made of the generator were on the generator alone. After 
I had a generator completed, they were coupled to gasoline 
engines in a number of cases; although in some cases we 
used electric motors. 

Q. Were these gasoline engines of which you spoke part 
of an Army truck? A. No, they were not part of an Army 
truck. 

Q. Part of any Army equipment? A. The gasoline en¬ 
gines that we used had been purchased by the Army, of 
course; but they weren’t a part of Army equipment. 

I don’t really understand the question. Of course, it was 
Government property. 

By M. Friedlander: 

Q. He also wants you to describe your working—whether 
or not it was on Government time; where you were when 
you worked. A. Of course, all of this took place after the 
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invention; and after the invention, by gradual stages, I got 
to working on my generators for various Army applica¬ 
tions. 

Mr. Moore: Thank you. 

Q. Mr. Kober, when you use the term “invention,” do 
you mean conception? A. Conception and reduction to 
practice followed very quickly in this case—two days. Con¬ 
ception was March 3rd. I had a working model on March 
5th. 

Q. And then this work of which you speak was after the 
date of reduction to practice? A. That is right. 

Q. Mr. Kober, now I wish, please, to read you a question 
and an answer, and would like to have you tell me, if you 
can recall, if you heard this question and gave this answer 
at the trial in Alexandria. 

“Q. Thereafter you were authorized and directed or al¬ 
lowed to proceed with this, with the perfection of this 
model? A. Colonel Thompson was very enthusiastic about 
it and told me to go ahead immediately on any further work 
I could think of.” 

Is that right? A. What does the “thereafter” refer to? 

Mr. Friedlander: What page was that? It is on Page 79. 

The Witness:. Yes. That testimony is correct. 

By Mr. Moore: 

Q. Mr. Kober, now after Colonel Thompson told you to 
go ahead immediately on any further work you could think 
of, how long did you work on the permanent magnet gener¬ 
ator idea before it passed the experimental stage? 

Mr. Friedlander: The question is objected to as not 
properly based. The question asked in Virginia: 

“Thereafter were you authorized and directed or allowed 
to proceed with your—with the perfection of the model? 
A. Colonel Thompson was very enthusiastic about it and 
told me to go ahead immediately on any further work I 
could think of.” 

We submit that refers to the model alone, and your ques¬ 
tion is not properly based. 
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Mr. Moore: Thank you, Mr. Friedlander. 

Q. After Colonel Thompson told you to go ahead, about 
how many hours did you spend, roughly, in carrying this 
model through the experimental stage to a finished form? 
An estimate is all we ask. A. We were working on that 
model on and off all the way up to the time that I left the 
service of the Government 


Q. Mr. Kober, did you at any time submit to the defend¬ 
ant Hall, or to anyone in any Patent Section of the Signal 
Corps, any information whatever under an expressed or 
implied understanding that it was not to be used as evi¬ 
dence against you in any legal controversy you might have 
with the Government? A. No. 


Q. Mr. Kober, was it your understanding of the alleged 
attorney-client relationship that the defendant Hall was to 
refrain from reporting to the Government any action that 
you might take against the Government during this alleged 
attorney-client relationship? A. No. 

Q. Mr. Kober, was it your understanding of the alleged 
attorney-client relationship that the defendant Hall was to 
refrain from reporting to the Government any action that 
you might take during this alleged attorney-client relation¬ 
ship? A. No. 

Q. In short, is it your understanding that Mr. Hall was 
under an obligation to report everything in line of work to 
the Government? A. Yes—and to me. 


Q. Mr. Kober, was it your understanding of the alleged 
attorney-client relationship that it would prevent the de¬ 
fendant Hall from investigating your activities to ascertain 
whether the Government got its just due? A. He was free 
to investigate all he pleased. I wish he had. 

Q. Mr. Kober, did the defendant Hall, so far as you 
know, at any time make any false or misleading statements 





33 

concerning whether or not yon were assigned to make in¬ 
ventions? A. No, I don’t know of any such. 


Q. Mr. Kober, your complaint refers to two patent appli- 
tions. Did yon read these applications carefully before 
signing them? A. Yes. 

Q. And you found that the applications were properly 
prepared? A. Well, they were passably prepared. 

Q. Mr. Kober, the Patent Office rendered an action in the 
voltage compensator case and rejected the application—is 
that not true? A. Yes, I believe that is true. I got a copy 
of it. 

Q. And in the case of the permanent magnet generator 
you and Mr. Volsk cooperated in the preparation of a long 
argument trying to persuade the Patent Office to allow the 
application—is that right? A. Yes. 

Q. In response to that argument, the Patent Office again 
rejected all the claims in the permanent magnet generator 
case, did they not, Mr. Kober? A. I really don’t know 
what happened. I know a requirement for revision is the 
latest thing up, and presumably they shouldn’t require a 
revision unless they think there is something patentable. 

Q. Mr. Kober, did the Patent Office allow any claims in 
the case? A. I am not sure. I don’t believe so. I don’t 
know for certain. 


Q. Did you at any time in any way have any confidential 
relationship or understanding with anyone in any Patent 
Section of the Signal Corps? A. Only the confidential un¬ 
derstandings in regard to the subject matter of the patents 
themselves. 

Q. On what was this confidential understanding based 
—what actions? A. The subject matter of the patents is 
confidential. 

Q. Mr. Kober, what action did you take, or what action 
did the other party take which created the confidential rela- 
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tionship which you state? A. I revealed information to 
him; because he wasn’t supposed to reveal it to improper 
persons. 

Q. Who was he? A. I had several attorneys that worked 
on these cases with me; one was Mr. Volsk; and the other 
this man whose name I can’t place, also a member of the 
Patent Agency. 

Q. And are we to understand that these gentlemen vio¬ 
lated the attorney-client relationship that you alleged to 
exist? A. I don’t believe they did. I don’t believe they did. 


Further Redirect Examination 
By Mr. Moore: 

Q. But you had been engaged in this controversy at some 
time prior to General Akin’s determination, had you not? 
A. What controversy? 

Q. Some time prior to General Akin’s determination? 
A. What controversy? 

Q. For example, your difficulty that you state occurred 
between you and Colonel Moynahan. A. Well, it took place 
in November, 1946, and General Akin wrote his letter some¬ 
time in April, 1947. 

Q. So, during this period, you were aware that there 
were differences of opinion as to your rights to these patent 
applications? A. No; there was no difference of opinion. 
I was aware that an effort was being made to swindle me. 

Q. And you were aware, were you not, that an official 
determination as to your rights would be made? A. No, I 
wasn’t aware of that. As a matter of fact, none was ever 
made. 
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BRIEF FOR APPELLEE HALL 
Statement of the Case 

The Federal Court in Appellant’s home jurisdiction 
found he breached a contract with the Government, see 
Kober v. United States (C. C. A.-4) 170 F. 2d 5SO. Appel¬ 
lant now sues Appellees, here, for $1,000,000.00 claiming 
that they as Government employees exceeded their author¬ 
ity in making and enforcing the contract. 

There are two issues (1) Did the District Court have 
jurisdiction? and (2) Does Appellant have a cause of ac¬ 
tion? Appellant’s brief in some instances desires to be 
more exact than the Complaint, and refers to facts found 
only in the deposition on file, for example the particular 
language quoted at page 2, lines 22-24 of Appellant’s brief 
is not in the Complaint but comes from Kober Exhibit No. 
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2 of the deposition. Appellee Hall desires also to be ac¬ 
corded the privilege of referring to the deposition, this be¬ 
ing permitted in motions to dismiss, under Rules 12b and 
12c, F. R. C. P., as recently amended by the Supreme Court. 
It is deemed not improper to say that Appellant’s brief 
frequently goes beyond both the deposition and the Com¬ 
plaint. 


Facts 

War Department regulation AR850-50, issued by order 
of the Secretary of War on July 17, 1942, was cited to the 
Court below and reads in part as follows: 

“9. (a) # * * Inventions evolved by officers, warrant 
officers, enlisted men, and civilian employees fall broad¬ 
ly into three classes, those which— 

“ (1) Are produced as a result of a specific employ¬ 
ment or contract to invent the specific device or article. 
The War Department will assert the ownership of the 
Government in this class and will require an assign¬ 
ment of the entire right, title and interest therein. 

“(2) * * * (Italics added.) ' 

On Government time and with Government materials, 
Appellant worked from March 1943 to 1947 on the alleged 
inventions (R. 32). # 

On March 30, 1943, Appellant filed with the Government 
an admission (Kober Exhibit No. 2) that he was assigned 
to invent a generator. This of course brought him under 
par. 9a (1) of said regulation. One year and three months 
later he sought to avoid such admission by executing Kober 
Exhibit No. 3 (R. 17, par. #5; R. 27) in which he changed 
“Yes” to “No” in answer to the crucial question of 
whether he was assigned to invent (R. 26-7). KOBER 
EXHIBIT NO. 3 WAS ANTEDATED BY ONE YEAR 


* References to the record refer to the printed record. 
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THREE MONTHS SO IT WOULD APPEAR AS OF 
THE SAME DATE AS THE ORIGINAL TRUE AD¬ 
MISSION (R. 17, par. #5, R. 27). 

There is no allegation or contention questioning a com¬ 
plete and fair trial in the case of U. S. v. Kober, supra. The 
Complaint itself admits that the Department of Justice 
learned all the facts before the trial (R. 10, line 6). The 
Government produced at that trial all documents Appellant 
asked for (R. 23), and all here relied upon to sustain the 
alleged conspiracy (R. 28). 

In U. S. v. Kober, supra, both the true “Record of Mili¬ 
tary Invention’’ and the “antedated” one were before the 
Alexandria Court and Appellant was examined at length 
about them (R. 26-7). 

The Fourth Circuit Court of Appeals obviously rejected 
the “antedated” report when it accepted “admission made 
by Appellant himself in statements filed by him as a basis 
of promotion in the government service” (170 F. 2d 593). 

“Patent Memorandum No. 3” signed by Appellant is 
Kober Exhibit No. 4 of record here, but is not printed since 
it is fully quoted in the decision of the Fourth Circuit Court 
of Appeals. 

THE CHARGES AGAINST HALL 

The Complaint par. 16 (R. 8) makes three charges 
against Hall, which are discussed below: 

Charge 1 is that Hall was “attorney for plaintiff,” etc. 
but Appellant has testified that he did not know Hall per¬ 
sonally (R. 17), that he thought Hall was chief patent at¬ 
torney for the Signal Corps (R. 17), that Appellant filed 
patent disclosures with a field agency under Hall (R. 25), 
and that accompanying the first disclosure was an admis¬ 
sion that he had been assigned to make the invention (R. 
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25-6). Appellant allowed this admission to stand until 
after the Government spent one year of time of an employ¬ 
ee, Mr. Volsk, in preparing a patent application (R. 27). 
Appellant knew that Volsk was engaged in his official Gov¬ 
ernment duties while preparing the application (R. 25) and 
that the duties of Volsk were to prepare applications “for 
the Government” (R. 16). Appellant also thought Hall’s 
duties were the same as Volsk’s (R. 25) i. e. to act “for 
the Government.” Appellant absurdly claims that em¬ 
ployees of the Signal Corps patent section were “his” at¬ 
torneys, but Appellant also says that the acts complained 
of were not a breach of the attorney-client relationship 
(R. 34). 

Charge 2 is that Hall said that his office will serve a letter 
on Kober, but the complaint does not allege that Hall ac¬ 
tually served such a letter (R. S). 

Charge 3 is that Hall advised Weber how to handle cer¬ 
tain proceedings (R. 8) but there is no allegation that 
Hall’s advice was improper or illegal. Even more im¬ 
portant there is no allegation that Hall’s advice was actual¬ 
ly ever carried out, except that Hall directed preparation 
of a “report” (R. 8). There is no allegation that the re¬ 
port was ever shown to anybody. The report did not form 
a basis of General Akin’s decision. In fact the decision of 
the Chief Signal Officer preceded and was to become a part 
of the report when the latter was completed. The Com¬ 
plaint admits this as follows (R. 8): 

“A copy of the letter signed by the Chief Signal Officer 
will be furnished to you if and when signed, for in¬ 
corporation in your report.” 

OTHER CHARGES 

Appellant’s brief contends that Appellee acted on per¬ 
sonal vengeance and presented General Akin with a false 
picture of the facts. This contention is without support in 
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the Complaint. As to a similar contention, the Fourth 
Circuit Court of Appeals said: “There is not the slightest 
evidence * • * that any person who furnished information 
to him with regard to the matter was actuated by improper 
motives. ” 

There is not an iota of an allegation that Appellee Hall 
or anyone in any way associated with him laid anything be¬ 
fore General Akin. Hence, personal vengeance is not of 
importance since it did not affect the ultimate decision. 

At the trial of U. S. v. Kober, supra, Appellant intro¬ 
duced irrelevant testimony claiming a “fight’* between 
Kober and Moynahan. The latter was not present, and no 
answer to Kober’s irrelevant evidence was offered. The 
alleged “fight’’ took place five months ahead of General 
Akin’s decision (R. 34). There is no allegation or evidence 
that any of the defendants, except Moynahan, heard of this 
“fight.” 

Appellant’s brief pp. 7-8 implies that an improper paper 
was laid before General Akin. This contention has no sup¬ 
port in the Complaint. As to it the Fourth Circuit Court 
of Appeals said “that thorough examination was permitted 
as to the facts which were before the General,” and three 
times that Court said there was no irregularity. In fact 
the Complaint does not state that any of defendants made 
any representations whatever to General Akin. Appellant’s 
brief p. 5 is in error in inferring that the Complaint par. 18 
states that there was a paper prepared for Appellee Akin, 
under direction of a defendant “other” than Akin. 

The Complaint does not say that any one of the four Ap¬ 
pellees asked the Department of Justice to sue Appellant, 
as asserted in Appellant’s brief. We say the suit was rec¬ 
ommended by others than Appellees, in accordance with 
orders of the Secretary of War, after full investigation. 
There is nothing in the Complaint contra (R. 10). 
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Argument 

On the basis of the above facts it is clear Appellant has 
no cause of action. 

HALL’S SECOND DEFENSE—LACK OF ' 
JURISDICTION 

Most states have inferior and superior trial courts for 
small and large claims respectively. Even though the words 
are not recited in the statutes, “good faith” is required be¬ 
fore a claim for the necessary amount will give jurisdiction 
to the superior court, Williams v. Williams (1924) 188 N. C. 
728, 125 S. E. 482. 

D. C. Code, Title 11-755, requires that the claim in this 
case exceed $3,000.00 to give jurisdiction to the District 
Court, Keplinger v. Rhodes (1944) 78 U. S. App. D. C. 340, 
140 F. 2d 697. 

The procedure for determining if the jurisdictional 
amount is alleged in “good faith” is found in KVOS v. As¬ 
sociated Press, Inc., 299 U. S. 269, 57 S. Ct. 197, 81 L. Ed. 
183, where the Court said: 

“In summary, the allegations of the bill follow • • • 
the damage to which complainant is being subjected 
• • • is in excess of the sum of Three Thousand 
($3000.00) Dollars, exclusive of interest and costs, and 
the amount involved herein and in controversy herein 
is in excess of said sum of Three Thousand ($3000.00) 
Dollars, exclusive of interest and costs.” (U. S. p. 
271-2) * • • “The petitioner filed a motion to dismiss, 
assigning the following grounds * * * the sum named 
in the ad damnum clause of the complaint is not a, true 

statement of complainant’s damages and is not alleged 
in good faith.” (U. S. p. 274) * # * 

“Where the allegations as to the amount in contro¬ 
versy are challenged by the defendant in an appropri¬ 
ate manner, the plaintiff must support them by com¬ 
petent proof. The petitioner’s motion was an appro¬ 
priate method of challenging the jurisdictional allega- 
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tions of the complaint- It did not operate merely as a 
demurrer, for it did not assume the truth of the bill’s 
averments and assert that in spite of their truth the 
complaint failed to state a case within the court’s jur¬ 
isdiction. On the contrary the motion traversed the 
truth of the allegations as to amount in controversy 
and in support of the denial recited facts dehors the 
complaint. * * *” (Italics added.) 

In KVOS v. Associated Press, supra, the motion to dis¬ 
miss for want of jurisdiction had been denied by both lower 
courts on the theory that the Complaint is taken as true on 
a preliminary motion. The Supreme Court reversed these 
rulings. It also held that the question of jurisdiction must 
be heard ahead of all other matters. 

The Supreme Court did not merely deny the other pend¬ 
ing motions (including a motion for a preliminary injunc¬ 
tion) and send the case back for trial. On the contrary the 
Court held that when defendant by a preliminary motion 
challenges the good faith of the jurisdictional allegations 
and plaintiff fails to support those allegations by proof on 
or before the hearing on the preliminary motion, the whole 
case will be dismissed at that preliminary stage. 

Since the only motions to dismiss in the KYOS case were 
mere preliminary motions, as here, the following quota¬ 
tions from the Supreme Court justify a final dismissal here: 
(U. S. p. 280): 

“Since the allegation as to the amount in controversy 
was challenged in appropriate manner, and no evi¬ 
dence offered in support thereof, the bill should have 
been dismissed.** 


• m • 

“The decree of the Circuit Court of Appeals is re¬ 
versed and the cause remanded to the District Court 
with directions to dismiss the bill of complaint for want 
of jurisdiction” (Italics added). 

In Topping v. Fry (C. C. A. -7,1945) 147 F. (2d) 715, 717 
Judge Evans said: 
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“And if the allegation is challenged by defendant in 
appropriate manner, as here, it is the duty of the court 
to institute such inquiry, and plaintiff has the hvrden 
of proving his allegations of jurisdictional facts. • • * 
where a plaintiff makes a formal allegation which de¬ 
fendant challenges hg motion to dismiss in general 
terms * * * inquiry into jurisdiction, if such be requir¬ 
ed, should be made before consideration of the merits.” 

The procedure followed in the case at bar was exactly 
the same as in KVOS v. Associated Press, supra. 

“IT STANDS ALONE” 

The allegation of $1,000,000.00 damages is not supported 
by anything concrete. It is not like a suit on a note for 
$1,000,000.00 or for loss of services the value of which can 
be computed definitely from other allegations in the Com¬ 
plaint. The claim for $1,000,000.00 “stands alone.” 

Plaintiff well knew that the voltage compensator patent 
application had been rejected by the Patent Office (R. 33). 
Appellant does not believe anything has been allowed by 
the Patent Office in the permanent magnet generator case 
(R. 33). The KVOS case holds that denials in the Answer 
are treated as true on this motion (U. S. P. 277). Hall’s 
answer denied that Appellant made an invention in either 
case (R. 15). There is no showing of a possibility of get¬ 
ting any patent claims of value. Only a small percent of 
patents granted are worth $3,000.00. Appellant never re¬ 
ceived any offer for his alleged rights. In fact he admits 
he gave the Government the assignment of Kober Exhibit 
No. 1, and, that the Government is entitled to that (R. 24). 
Unless the “conditions subsequent” in Kober Exhibit 1 
occur. Appellant would never be entitled to anything in the 
permanent magnet generator case according to his own 
theory and claim of his rights. 

Hence, plaintiff has failed to prove that a claim of 
$3,000.00 can be made in good faith: see Electro Therapy 


Products Oorp. Ltd., v. Strong 0. C. A.-9) 84 F. 2d 766, 
where the Court held: 

“The question arises whether the District Court had 
jurisdiction of this case. Though not raised by the 
parties, this question is necessarily before us and must 
be decided * * * 

“The matter in controversy is the right which appel¬ 
lant asserts and seeks to have protected and enforced, 
namely, the right to have the inventions above referred 
to assigned to appellant, and to no one else. The Dis¬ 
trict Court’s jurisdiction is to be tested by the value 
of that right. McNutt v. General Motors Acceptance 
Corp., 298 U. S, * * * 56 S. Ct. 780, 80 L. Ed. * # # , de¬ 
cided May 18, 1936. That value depends, of course, on 
the value of the inventions. The precise nature of the 
inventions cannot he ascertained from the record. The 
evidence shows thut they have not been patented. There 
is no proof that they are patentable, or that their value, 
if any, exceeds $ 3 , 000 . The burden of proving the jur¬ 
isdictional facts rested on appellant. McNutt v. Gen¬ 
eral Motors Acceptance Corp., supra. That burden was 
not sustained” (Italics added). 

Since the Court, in the cited case, felt obliged to dismiss 
on its own motion, the failure to claim the jurisdictional 
amount in good faith raises a question of jurisdiction over 
the subject matter rather than jurisdiction over the person. 
This distinction will become important when we consider 
Rule 12d, F. R. C. P. 

APPELLANT OFFERED NO EVIDENCE IN REPLY 

TO HALL’S MOTION 


Rule 12d, F. R. C. P., follows the KVOS case, supra, and 
requires that inquiry into the question of jurisdiction be 
had before trial on the merits, when the jurisdictional 
amount is challenged. Rules 43e, and 56c to 56f, F. R. C. P., 
provide the mode whereby a plaintiff may adduce evidence 
to answer the motion. Plaintiff has made no pretense of 
compliance with these rules. 
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At a deposition, taken at Hall’s expense, we gave plaintiff 
opportunity to show his “good faith,” but on advice of 
counsel he refused to produce documents in his possession 
bearing on the truth of the Complaint (R. 20-1). 

There is not a word of Appellant, cited in his brief, in sup¬ 
port of his “good faith”. Presumably, he will belatedly 
argue “good faith” in a reply brief, but we submit he can¬ 
not by that practice carry his burden. 

THE FOREGOING RULES APPLY TO THE DISTRICT 

OF COLUMBIA 

As pointed out above, the rule is universal both in Fed¬ 
eral and State courts, that jurisdictional claims must be 
made in “good faith”. And the Federal Rules of Civil Pro¬ 
cedure, defining the procedure for attacking Plaintiff’s 
“good faith” are the same here as in other Federal courts. 

Title 11-756, D. C. Code, does not change the result. Under 
this section if a party claims over $3,000.00 in good faith 
but the Court cannot agree that Plaintiff can actually re¬ 
cover over $1,000.00 the District Court still has jurisdiction 
but may under this section send the case to the Municipal 
Court for trial. This statute does not compel the District 
Court to take a case, nor to send one to the Municipal Court, 
when the Plaintiff in filing his Complaint sought to place 
jurisdiction where it should never have been. Rowe v. Nolan 
Finance Co. (1944) 79 U. S. App. D. C. 35, 142 F. 2d 93; 
Keplinger v. Rhodes, supra . 

Hall’s Answer, pars. 1 and 23 denied that $1,000,000.00 
was claimed (R. 15). Hall’s motion to dismiss (R. 11) 
denied the “good faith” of Appellant’s claim. This was 
exactly according to the KVOS case, and should have like 
effect. 
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REPLY TO POINT 1 OF APPELLANT’S BRIEF 

This case differs from cases where an official has been 
held liable for exceeding his authority. In the ordinary case 
of an official held personally liable for his acts, he destroys 
property or freedom without first proving the right to do so 
in court. Here, however, the Chief Signal Officer did not 
require an assignment by force. The case was sent to the 
Attorney General by, presumably, the War Department offi¬ 
cial authorized to recommend suits. The whole matter was 
laid before a United States court. Appellant defended. 

This is in accord with the true American way of doing 
things. If the Chief Signal Officer lacked authority, Appel¬ 
lant’s day in court to test this, was in the Government’s suit 
against him. 

REPLY TO POINT 2 OF APPELLANT—THE CHIEF 

SIGNAL OFFICER HAD STATUTORY AUTHOR¬ 
ITY TO RENDER HIS “OPINION” 

The following Military Appropriations Acts specifically 
authorized the Chief Signal Officer to contract with his 
civilian employees for patent rights: 

56 Stat. p. 618-9, & p. 633 (Sec. 15) 

57 Stat. p. 355-6, & p. 355-6 (Sec. 16) 

58 Stat. p. 581-2, & p. 596 (Sec. 16) 

59 Stat. p. 39203, & p. 406 (Sec. 16) 

60 Stat. p. 549-50 & p. 633 (Sec. 14) 

These Acts are identical, insofar as relevant here, except 
for the amount of money appropriated. We quote from the 
1943 Act (the one in force when KOBER signed his con¬ 
tract) : 

“SIGNAL CORPS—SIGNAL SERVICE OF THE 
ARMY—Purchase equipment * * # salaries of civilian 
employees * * * experimental investi- $4,646,168,000.” 
(56 Stat. 618-9) 
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“Sec. 15. The appropriations contained in this Act 
which are available for the procurement or manufac¬ 
ture of munitions of war of special or technical design 
may be used * * * Such appropriations may also be 
used for the purchase of letters patent, applications 
for letters patent, and licenses under letters patent and 
applications for letters patent that pertain to such 
equipment or material for which the appropriations 
are made.” (56 Stat. 633) 

When the Chief Signal Officer requests an employee to 
make a generator of special design, as in this case, then it 
is clear that the money appropriated for the salary of that 
civilian employee is “available for the manufacture of 
munitions of war of special or technical design” under Sec. 
15, of the Act. The statute provides that “such appropria¬ 
tions may also be used for the purchase of * * * application 
for letters patent.” 

The aforesaid Act in Sec. 8 also authorizes the Signal 
Corps “to employ by contract or otherwise * • • without 
regard to * * * civil service * • * the services of engineers 

• • • n 


REPLY TO POINT 3 OF APPELLANT—APPEL¬ 
LANT’S CONTENTION THAT PLACING AN APPLI¬ 
CATION UNDER 35 U. S. C. 45 WAS A DETERMINA¬ 
TION OF HIS RIGHTS IS WITHOUT MERIT 

The only stipulation in 35 U. S. C. 45 is that the inventor 
will grant the Government a limited license in exchange for 
waiver of the usual $60.00 Patent Office fees. The statute 
does not state that the Government can not obtain more 
rights if it pays out more consideration. Where it pays a 
large salary for several years, for special inventive re¬ 
search there is more consideration than that contemplated 
by the statute, and the Government gets correspondingly 
more rights. 
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The administrative practice of the Government shows 
that it is not restricted to the limited license granted by 35 
IT. S. C. 45. The license clause of the statute does not extend 
to vendees of Government surplus property, and obviously 
the Government could not sell its war surplus and grant the 
vendee a right to use for private purposes, that which the 
Government is licensed to use merely for “governmental 
purposes.’’ Hence, in almost every case filed under the No- 
Fee Act, the Government has taken much broader rights 
than set forth in the statute. 

Examples of the broader rights include the very license 
and assignment referred to in the Complaint. Other ex¬ 
amples include the many hundreds of patents filed under 
the Act and assigned outright to the Government by the 
inventors in view of the circumstances of their employment. 

If the Government were in all cases restricted to the 
limited license set forth in the Act, it would mean that 
Government employees could incorporate their own ideas 
into Government equipment, take out a patent under the 
Act, and then enjoin vendees of Government surplus prop¬ 
erty, thus making it impossible for the Government to dis¬ 
pose of surplus property. Hence, instead of saving the 
Government money, in accordance with the intent of the 
Act, the Act would tie up billions of dollars of surplus 
equipment. 

If 35 U. S. C. 45 does not preclude taking more license 
rights than specifically outlined therein, then it does not 
limit the Government in any particular, except, of course, 
the Government could not take less than the license set 
forth in the Act. 

If 35 U. S. C. 45 changes the rules of common law, and con¬ 
tract law, as urged by Appellant, then 35 U. S. C. 45 is a 
statute in derogation of the common law and must be strict- 
lv construed. 
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The Fourth Circuit Court of Appeals found no merit in 
Appellant’s contention that 35 U. S'. C. 45 rendered the Chief 
Signal Officer’s “opinion” illegal (See Syllabus 7, F2d p. 
595). 

There is no allegation or evidence to support the view 
that when the Secretary of War certifies that the invention 
is to be used in the public interest pursuant to 35 U. S. C. 
45 that he thereby intends to prohibit the Chief Signal Offi¬ 
cer from enforcing the contract, Patent Memorandum No. 
3. 

Even if the certificate did have that effect, it was issued 
in 1944. The Chief Signal Officer’s “opinion” was issued 
at the Alexandria trial four years later, on April 13, 1948. 
There is no allegation or proof that the Chief Signal Officer 
did not obtain permission of the proper officials of the 
Department in the meantime. 

REPLY TO POINT 4 OF APPELLANT 

See the reply to Point 2, supra. See also Kober’s deposi¬ 
tion, typewritten page 35: 

“Q. Mr. Kober, you executed the assignment, 
Kober Exhibit Number 1 for identification, voluntarily, 
did you not? 

“A. Yes. My signature is always given voluntarily . 
I believe.” (Italics added.) 

SUMMARY 

1. The proceedings on Hall’s motion to dismiss for want 
of jurisdiction were the same as in the KVOS case, and 
should have like effect. 

2. There is no proof or allegation that Appellees ex¬ 
ceeded their authority. 

3. The several charges against Hall are simply that Hall 
made certain statements and gave certain advice. The acts 
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were legal and are nowise connected witli the acts of other 
appellees. 

4. Even if, in the opinion of this Court Appellees exceed¬ 
ed their official authority, there is no liability since the 
Government- did not compel Appellant to give up his ideas 
by force. The contract was enforced by court action in 
Appellant’s home jurisdiction where he had full oppor¬ 
tunity to defend. 

5. The Chief Signal Officer had statutory authority to 
contract for patents, 56 Stat. 633. 

6. There is no merit to the contentions that 35 U. S. C. 
45 determined Appellant’s rights, and that the Secretary of 
War intended to restrict the Chief Signal Officer. 

7. Each and every contention of Appellant was over¬ 
ruled by the Fourth Circuit Court of Appeals. 

Conclusions 

1. The District Court did not have jurisdiction. 

2. Appellant has no cause of action. 

Respectfully submitted, 

HOWARD NELSON MOORE, 

Attorney for Hall. 
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®mteb States Court of Appeals! 

FOR THE DISTRICT OP COLOMBIA CIRCUIT 


No. 10103 

William Kobeb, appellant 

v. ' • 

Major General S. B. Akin, George F. Moynahan, Jr, and 
William D. Hall, appellees 

COUNTERSTATEMENT OF THE CASE 

This is an appeal from an order and judgment (Jt. App. 12) 
of the District Court granting appellees’ motions to dismiss 
on the ground that the complaint failed to state a claim upon 
which the Court could grant the relief sought. 

The suit was brought against various personnel or former 
personnel of the Army Signal Corps for $1,000,000 damages 
allegedly sustained by the loss of appellant’s commercial patent 
rights in two inventions. Appellant made the inventions in 
1943 and 1944 while a civilian employee of the Army Signal 
Corps, stationed at the Corps laboratory at Long Branch, New 
Jersey. Appellant has been compelled by a judgment of the 
United States District Court for the Eastern District of Vir- 
- ginia 1 to assign these patents to the United States as the result 
of an action brought by the United States. The theory of his 
present action is that except for the wrongful acts of the de¬ 
fendants in procuring an official declaration that the public in¬ 
terest required sole ownership of the inventions by the United 
States, he would have retained valuable commercial rights to 
the patents. It is thus a collateral attack on the validity of 
the United States’ claim to the sole ownership of the patents. 
The attempt is to recoup from the appellees personally by dam- 

1 Affirmed by the Court of Appeals for the Fourth Circuit (Kober v. XJ . 8 ., 
170 F. 2d 590, November 8,1948). Cert, denied, April 4,1949. 

( 1 ) 
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ages what appellant believes he lost in the way of commercuil 
patent rights. 

He named as defendants (Jt. App. 2): 

1. The Chief of the Signal Corps, Major General S. B. Akin, 
who made an official finding that the interests of the United 
States required sole ownership and control of the inventions by 
the War Department. 

2. Colonel George F. Moynahan, Jr., who was in charge of 
the Signal Corps laboratory where appellant made the inven¬ 
tions and who allegedly determined out of personal pique to 
deprive appellant of commercial rights by causing General Akin 
to exercise his discretion in the manner stated above. 

3. Joe Weber, a civilian employee of the same Signal Corps 
laboratory, who allegedly cooperated with Colonel Moynahan 
in the process of influencing General Akin to act in the manner 
stated, who was not served in this case, and is not, therefore, an 
appellee here. 

4. William D. Hall, who was Chief of the Patents and In¬ 
ventions Branch, Legal Division, Office of the Chief Signal Of¬ 
ficer, and who allegedly gave official advice to Moynahan and 
Hall as to the procedure to follow in securing a declaration such 
as that later made by General Akin. 

The wrongful course of conduct alleged in the complaint is 
as follows: the terms of appellant’s employment with the Signal 
Corps provided that he should retain commercial rights to in¬ 
ventions made by him while he was engaged in assigned work, 
unless in the opinion of the Chief Signal Officer the public in¬ 
terest demanded that such inventions be controlled by the War 
Department (Jt. App. 3). He alleged that his two inventions 
were not made in the course of a special assignment to invent 
them, and that an official record to the contrary was changed 
after an official investigation to show that the inventions were 
not made in the course of assigned work (Jt. App. 4). As a 
result of this determination he claimed that patent applications 
were prepared which simply transferred a license to the Gov¬ 
ernment, retaining commercial rights in himself. He charged 
further after he became involved in a personal disagreement 
with appellee Moynahan relating to “unauthorized” disclosure 
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by Moynahan to private industry of a technical memorandum 
prepared by plaintiff for office use, Moynahan (director of the 
Laboratory) determined to deprive appellant of his commercial 
rights to the two inventions mentioned. Moynahan then, with * 
Weber, allegedly conspired to so “punish” him and together they 
communicated with Hall, the legal officer, and were advised how 
to proceed. He averred that appellees, Moynahan and Hall, 
prepared a report which created a false picture by omission of 
the vital records showing invention outside the scope of assigned 
work and showing only the original and allegedly erroneous 
record that the invention was made in the course of assigned 
work (Jt. App. 8). It was not alleged to whom this report was 
submitted or how it affected the ultimate decision of the Chief 
of the Signal Corps. 

The Complaint alleged also that “one of the Defendants” 
prepared a paper which was executed by General Akin. 

The Complaint alleged nothing further on the part of any 
appellee save General Akin, who it is stated should have known 
that patents with license rights to the Government had been 
issued already; that Akin “executed” a paper prepared under 
the direction of “one of the defendants,” and did so 

although at the time he had no actual knowledge of the 
situation, and he, with a reckless indifference to the 
rights of the Plaintiff, made no investigation into the 
facts, and represented the inventions of the Plaintiff be 
owned and controlled by the War Department, although 
in fact there was no such public necessity or interest, 
and he made no attempt to ascertain whether any such 
necessity existed; and at the time of the making of said 

' so-called decision, he had no power or authority so to do 
(Jt. App. 9). 

The Complaint concludes that as a result of the determina¬ 
tion of the Chief of the Signal Corps the Department of Justice 
prosecuted an action to compel appellant to assign the patents 
to the Government and that this action was successful in the 
Eastern District of Virginia, and that he has no remedy other 
than the instant one to recoup his damages. 
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A. Summary of the Complaint 
L. As to the Chief of the Signal Corps 

The complaint alleges generally that “all” appellees con¬ 
spired in a plan to deprive appellant of his rights (Par. 1, 2); 1 
that Akin should have known that the Government had al¬ 
ready taken licenses to use the inventions; * that Akin made the 
declaration of public necessity and interest without proper in¬ 
vestigation and that such a declaration was not in fact neces¬ 
sary. It is also alleged he had no authoity to make this 
finding, a conclusion which is contrary to the declared duties 
of his Office, established by regulations shown herein, infra, and 
of which the Court may take judicial notice. The gist of the 
action against Akin is that in exercising an official military 
function he made a negligent mistake of fact and thereby in¬ 
jured appellant. 


2. As to the appellee Moynahan 

The complaint showed that he was a subordinate officer in 
the Signal Corps; that he was head of the laboratory where 

1 Fletcher v. Wheat, 69 App. D. C. 259,100 F. 2d 432, 434: “The aUegatlon 
of conspiracy adds nothing to appellant’s declaration. An agreement by 
public officers to perform the official duties which they are required to per¬ 
form followed by performance in accordance with the agreement does not 
constitute conspiracy.” 

* This is an irrelevant allegation. If the United States had larger rights 
than that to a mere license (and the action in Federal Court in the Eastern 
District of Virginia so established) then the fact that a license agreement 
had been improvidently executed concluded none of its rights. United States 
y. Dubilier Condenser Corporation, 289 U. S. 178; Solomons v. United States, 
137 U. S. 342; Houghton v. United States, 23 F. 2d 386; “Finally the con¬ 
tention is made that the parties did not intend that the government should 
have the right of ownership in the invention but that it should have the mere 
nonexclusive license to make and use the gas under a patent to he secured 
by defendant, this contention being based upon the fact that the Chief of 
the Office of Sanitation approved of defendants preparing the application 
for patent There is manifestly nothing in this contention. * * * In 
the second place, the invention was made before a patent was mentioned 
or apparently thought of by anyone. Upon the principles heretofore dis¬ 
cussed it was the property of the government No official of the government 
was authorized to give away any interest in it and no subsequent recog¬ 
nition of a right in defendant not even a conveyance to defendant could 
have conferred any right upon him or been binding upon the government 
(citations).” 
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appellant made his inventions. It was alleged that he became 
piqued at appellant and determined to punish him by causing 
him to lose his commercial rights in the inventions; that he 
planned how to do so with other civilian employees of the Sig¬ 
nal Corps, and that in the course of executing his plan he pre¬ 
pared a record of the history of the inventions which was 
incomplete and thereby false and misleading. There was no 
allegation as to what effect the preparation of such a paper had 
upon the ultimate action of the Chief of the Signal Corps, and 
it was not alleged that he acted on the report. Lacking such an 
allegation there is no connection between this act and appel¬ 
lant’s injury. It is only a presumption that appellant intended 
to allege this report was forwarded to the Chief of the Signal 
Corps and became the basis of action by that official. 

Numerous other allegations were made in the complaint as 
to Moynahan but add nothing to the gist of the charge. An 
allegation that Moynahan revealed to General Electric Com¬ 
pany a memorandum of technical information prepared by 
appellant for office use is immaterial to the legal theory of the 
complaint, and relevant only as evidence to show the origin of 
a personal quarrel between appellant and Moynahan, which 
appellant alleged resulted later in his incurring the displeasure 
of Moynahan (paragraphs 9,10,11,12,14, and 15). The alle¬ 
gations of these paragraphs are wholly evidentiary of an as¬ 
serted “malice” on the part of Moynahan. The allegation of 
paragraph 13 that Moynahan, with Weber, determined to 
“punish” plaintiff may be considered as an attempt to allege 
malice \Jones v. Kennedy , 73 App. D. C. 292, 121 F. 2d 40). 
The gist of the action against Moynahan is that in performing 
an official duty to make reports on the work done under his 
supervision submitted a distorted and false, because incom¬ 
plete, report, which induced the Chief of the Signal Corps to 
perform a discretionary and nonreviewable act to the detriment 
of appellant. 


The action is res judicata 

All material allegations relied on by the appellant in this suit 
have already been determined adversely to him in the suit 



brought by the United States against him in the Northern Dis¬ 
trict of Virginia and affirmed in Kober v. United States, 170 F. 
2d 590 (November 8, 1948), certiorari denied April 4, 1949. 
Hie decree as affirmed, in that case required him to assign-to 
the United States all his rights in the inventions which are in¬ 
volved here. Since the parties in that action were this appel¬ 
lant and the United States, and since the present appellees are 
officers of the United States, the matters there determined are 
res judicata in the present suit. Sunshine Anthracite Coal Co. 
v. Adkins, 310 U. S. 381; Lyons v. Baer & Wilde Co., 26 F. 2d 
599 (C. C. A. 1,1928); Norstrom v. Wahl, 39 F. 2d 791 (C. C. A. 
7, 1930). ' 

The defense to that suit was necessarily based on the same 
theory as the complaint in the present suit. Both are predi¬ 
cated on alleged fraud or bad faith on the part of the present 
appellees. But both contentions were specifically passed upon 
in that case and may not be relitigated here. The Court of 
Appeals for the Fourth Circuit said in part, p. 595: 

We quite agree with appellant that good faith on the 
part of the Chief Signal Officer in making the determi¬ 
nation for which the contract provides was essential to 
vest title to the inventions in the United States, and 
that his decision would be reviewable for fraud, bad 
faith, or failure to exercise an honest judgment. 
United States v. Gleason, 175 U. S. 588, 20 S. Ct. 228, 
44 L. Ed. 284; Kihlberg v. United States, 97 U. S. 398, 
24 L. Ed. 1106. There is nothing in the record, how¬ 
ever, upon which to base a contention of fraud, bad faith 
or failure to exercise an honest judgment, nor is there 
any basis for saying that evidence to this effect was ex¬ 
cluded. As stated above, general charges of fraud were 
made in the argument of counsel, but there was no tender 
of proof which would justify sending the case back. 
There was no pretense of compliance with the require¬ 
ment of rule 43 (c.) of the Federal Rules of Civil Pro¬ 
cedure. 
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ties imposed upon him by law, shall be charged with the 
_ supervision of the procurement of all military supplies 
and other business of the War Department pertaining 
thereto and the assurance of adequate provision for the 
mobilization of materiel and industrial organizations 
essential to wartime needs, and he may assign to the 
Undersecretary of War and The Assistant Secretary of 
War such duties in connection therewith as he may deem 
proper. Chiefs of branches of the Army shall report 
regarding all matters of procurement direct to the Secre¬ 
tary of War, the Undersecretary of War, or the Assistant 
Secretary of War, as the Secretary of War shall have pre¬ 
scribed. June 3, 1916, c. 134, § 52, as added June 4, 
1920, c. 227, subch. I, § 5,41 Stat. 764,765, and amended 
Dec. 16,1940, c. 931, § 2, 54 Stat. 1224. 

By Act of 15 December 1944 (Public Law 488, 78th Con¬ 
gress), the expiration date of the above-quoted statute was 
extended for the continuation of the present war and for six 
months after the termination thereof or until such earlier time 
as the Congress, by concurrent resolution, or the President may 
designate. 

The various delegations of authority with respect to pro¬ 
curement from the Secretary of War and the Assistant Secre¬ 
tary of War, through channels in the War Department to the 
chief of technical services are set forth in paragraph 107 of 
Procurement Regulations, C. F. R. Cumulative Supplement, 
Title 10, Paragraph 81.107. Procurement Regulation 107.3 
reads in part as follows: 

* # * c. Supervision of procurement includes prep¬ 
aration of plans and policies and supervision of activi¬ 
ties concerning—* * * (6) The acquisition and use 

of patent rights by the War Department and the Army. 

The duties of the Chief Signal Officer are specifically set 
forth in Army Regulation 105-5, dated 1 December 1942, is¬ 
sued by order of the Secretary of War. Paragraph 2 of this 
Regulation reads in part as follows: 

2. Duties of Chief Signal Officer .—In addition to such 
other duties as may be prescribed, the Chief Signal 


Officer will be responsible, under the direction of the 
Commanding General, Services of Supply, for the 
following: 

a. The development, coordination, standardization, 
procurement, storage, issue, and repair of— 

(1) Signal Communication, cryptographic, and 
meteorological equipment and supplies, except repairs 
under the jurisdiction of commanding generals of serv¬ 
ice commands. 

(2) All electrical apparatus for radio direction find¬ 
ing and for range finding. 

(3) Photographic supplies and equipment except that 
required for— 

(а) Photographic and cinematographic work made 
from aircraft. 

(б) Ground photography in connection with aircraft 
and maintenance. 

(c) Other special purposes for which the procurement, 
storage, issue, and repair have been specifically charged 
to another arm or service. 

(4) All sound recording equipment relating to com¬ 
munications. This includes equipment employed 
wholly or in part for the recording of radio and wire 
telephone and telegraph conversations, messages, and 
signals of all types, high speed radio and wire tele¬ 
phone and telegraph signals, intercepted radio and wire 
telephone and telegraph signals and other similar ap¬ 
plications, including sound recording devices for record¬ 
ing conferences. Necessary accessories, supplies, and 
reproducing equipment are included. Office dictating 
equipment to be used solely for dictation and transcrip¬ 
tion in connection with stenographic work and not to 
be associated or connected with communications is not 
included. 

War Department Memorandum 105-5-1 dated 17 October 
1946, also issued by order of the Secretary of War, implements 
the above-quoted Army Regulation and contains a further 
statement of the duties and responsibilities of the Chief Signal 
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Officer. Paragraph 2 of this Memorandum reads in part as 
follows: 

2. Duties as Chief of Arm and Service. 

a. In addition to the staff duties and functions of the 
Chief Signal Officer, in his capacity as chief of an arm 
and service, he commands and controls troops, activi¬ 
ties, and services for which he is responsible. 

b. His functions in connection with a above include: 

(1) Establishment and operation of Signal Corps Pro¬ 
curement districts, branch depots, laboratories, and other 
facilities requiring performance of his designated re¬ 
sponsibilities for research, development, standardiza¬ 
tion, procurement, storage, issue and maintenance of 
items of signal and communications equipment and sup¬ 
plies for the Army, except those items designated by the 
War Department as the responsibility of other agencies. 

A statement of the duties of the Chief Signal Officer is also 
published in Code of Federal Regulations, Cumulative Sup¬ 
plement, Title 10, paragraph 2.132. 

The duty and responsibility of carrying on research and 
development work and operating laboratories carries with it 
the responsibility of safeguarding the Government’s interest 
in inventions made by Government personnel engaged in such 
work. This principle is recognized by paragraphs 1 and 2 of 
AR 850-50, which read as follows: 

1. Policy of War Department .—The policy of the 
War Department is to encourage invention among offi¬ 
cers, warrant officers, enlisted men, and civilian em¬ 
ployees under its jurisdiction. 

2. Rights in inventions and patents .—In the matter 
of inventions, patents for inventions, and improvements 
in devices, materials, and processes, the relation of the 
Government toward its officers, warrant officers, en¬ 
listed men, and civilian employees is the same as that 
of any corporate or other employer toward its employees. 
Solomons v. United States (137 U. S. 342); United States 
v. Dubilier Condenser Corp. (289 U. S. 178). See para¬ 
graphs 7,8, and 9. 


(b) The burden was on the appellant to show that the acts 
charged were not within the authority of the officers named 
as defendants. Jones v. Kennedy, et al., 73 App. D. C. 292, 
295-6, 121 F. 2d 40; Laughlin v. Rosenman, et al., (U. S. App. 
D. C.), 163 F. 2d 838,841-842. 

(c) Public officers are not liable for negligent or other mis¬ 
takes in the performance of duties requiring judgment and 
discretion. 

There was no allegation of improper motive on the part of 
General Akin, and it is clear that his function required the 
exercise of the highest discretion, being intimately connected 
with the security of the nation. It was alleged that he acted 
by executing a paper prepared by others and recklessly, with¬ 
out acquainting himself with the true facts. For mistakes 
thus committed he is not personally liable. 

In Kendall v. Stokes, et al., 3 Howard 86, it was held that for 
error in disallowing an account of a contractor the Postmaster 
General is not liable personally in damages to the contractors. 
In that case the contractor’s accounts had been allowed by one 
Postmaster General, and disallowed by his successor, the de¬ 
fendant. The Supreme Court held that the defendant had 
acted erroneously, but that he was not liable. The opinion of 
the Court was stated in the following language: 

In the case before us the settlement of the accounts of 
the plaintiffs properly belonged to the Postoffice De¬ 
partment, of which the defendant was the head. As the 
law then stood it was his duty to exercise his judgment 
upon them. He committed an error in supposing that 
he had a right to set aside allowances for services ren¬ 
dered upon which his predecessor in office had finally de¬ 
cided. But as the case admits that he acted from a sense 
of public duty and without malice, his mistake in a 
matter properly belonging to the department over which 
he presided can give no cause of action against him. 

In Brown v. Rudolph, et al., 57 App. D. C. 100,25 F. 2d 540, 
an action was brought against former District of Columbia 
Commissioners for damages. The complaint alleged that the 
Commissioners had knowingly, negligently and unlawfully, 


without regard for the true facts and circumstances, commenced 
a lunacy proceeding against the plaintiff, resulting in his ad¬ 
judication and commitment. A demurrer was sustained, and 
on appeal it was held that: 

In the preliminary proceedings, the defendants, as com¬ 
missioners, were exercising a discretion with which they 
were vested by law, and, even though they had made a 
mistake, would not have been liable to respond in dam¬ 
ages (citations). 

So also in Standard Nut Margarine Co. v. Mellon , et al., 63 
App. D. C. 339, 72 F. 2d 557, cert, denied , 293 U. S. 605, the 
Secretary of the Treasury had erroneously applied the marga¬ 
rine tax laws to the plaintiff’s product, to the great loss of the 
latter. The taxing statute was declared inapplicable to the 
plaintiff by the Supreme Court. For his erroneous action, the 
Secretary of the Treasury was held not liable to the plaintiff, 
the subject matter of his decision being one within his jurisdic¬ 
tion to determine. The presence of allegations that his action 
was capricious, arbitrary, and even malicious, were held to be 
immaterial. In part, the Court said: 

Notwithstanding this fact (the fact that the Supreme 
Court had determined the taxing statute to be inap¬ 
plicable to the plaintiff’s product), however, we are of 
the opinion that the defendants are not personally liable 
in damages for their erroneous construction and appli¬ 
cation of the statute. We think the case is governed by 
the rule that the head of an executive department of the 
United States government cannot be held in damages 
for acts done by him in relation to matters committed by 
law to his control or supervision. It became the offi¬ 
cial duty of the Commissioner to determine whether the 
product manufactured by the plaintiff was subject to the 
tax prescribed by the act. It is true that the Commis¬ 
sioner construed the statute erroneously, but neverthe¬ 
less the subject matter of the assessment was within his 
jurisdiction and authority. In such case error on his 
part does not expose him to an action for damages, and 
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. (a) All of the conduct alleged consisted of acts appropriate 
to the exercise of his duties and none of which was palpably 
outside his authority. 

It is instantly apparent that to enable the Chief of the Signal 
Corps to exercise his opinion in the matter of securing for the 
United States sole ownership of inventions, he must be advised 
of the history of the invention. The officer in charge of the 
laboratory and the inventor obviously must be the chief reli- 
ants of the superior officer and the supplying of information 
upon which such decision can be made, and the preparation 
and transmittal of reports Of such information just as obviously 
is action appropriate to such a subordinate. The duty, to be 
official in character and privileged, need only be that relating 
to the matters within the supervision of the officer. Cooper v. 
O’Connor, 69 App. D. C. 100: 

It is not necessary—in order that acts may be done 
within the scope of official authority—that they should 
be prescribed by statute ( United States v. Birdsall, 233 
U. S. 223, 230-231, 34 S. Ct. 512, 58 L. Ed. 930); or 
even that they should be specifically directed or re¬ 
quested by a superior officer. Mellon v. Brewer, 57 App. 
D. C. 126, 129, 18 F. 2d 168, 171, 153 A. L. R. 1519, 
certiorari denied, 275 U. S. 530, 48 S. Ct. 28, 72 L. Ed. 
409. It is sufficient if they are done by an officer “in 
relation to matters committed by law to his control or 
supervision.” [Italics supplied.] ( Standard Nut Mar¬ 

garine Co. v. Mellon, 63 App. D. C. 339, 341, 72 F. 2d 
557, 559, certoriari denied 293 U. S. 605, 55 S. Ct. 124, 
79 L. Ed 696); or that they have “more or less connec¬ 
tion with the general matters committed by law to his 
control or supervision.” [Italics supplied.] {Spald¬ 
ing v. Vilas, 161 U. S. 483, 498,16 S. Ct. 631, 637, 40 L. 
Ed. 780; and see Lang v. Wood, 67 App. D. C. 287, 288, 
92 F. 2d 211, 212); or that they are governed by a law¬ 
ful requirement of the department under whose author¬ 
ity the officer is acting. 
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(b) Moynahan's position being subordinate to that of the 
officer ipaking the exercise of judgment does not diminish the 
privilege. 

The privilege attaches because the act is official, necessary to 
the whole business of the War Department, irrespective of what 
particular subordinate performed it. In DeAmaud v. Ains¬ 
worth, 244 App. D. C. 167, a subordinate Army Officer, the 
Chief of the Pension office, made a report to the Secretary of 
War on the validity of the plaintiff’s claim for recognition of his 
alleged military services. In this report the defendant asserted 
that the plaintiff was insane, that his claims were fraudulently 
extravagant, and in part fictitious. The complaint was for 
damages for this false report, malice also being alleged. The 
decision was that the report was absolutely privileged, and that 
the subordinate position of the defendant in the Government 
did not lessen the privilege. On this point, the Court’s opinion 
read as follows: 

If the report complained of as a libel had been made 
by the Secretary of War to the President for his action, 
it could hardly be contended for a moment that an action 
for libel could be maintained against the Secretary; and 
as the defendant in this case was the duly appointed offi¬ 
cial to make the investigation and report to the Secre¬ 
tary for the action of the President, the same reason 
applies for the privileges of the report that would apply 
if the investigation and report had been made by the 
Secretary in person. Hie report is the official action of 
the War Department and it was made in the course of 
official duty of the person required to make it. There is 
nothing in the report that does not relate to or reflect * 
upon the alleged questionable character of the plaintiff 
and the want of just foundation for the claim to honor¬ 
able distinction set up by him. 

• • • and, as it is impossible for a single individ¬ 
ual to perform in person all the various duties assigned 
to the particular department of which he is head, he 
must of necessity, under proper orders and regulations, 
perform the larger portion of such duties through the 
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agencies of the heads of bureaus and divisions of his 
department. But the work when done is, in contempla¬ 
tion of law, the work of the department and is entitled to 
all the privilege and protection that would attach to it 
if done by the Secretary in person. It is, therefore, not 
the particular position of the party making the report 
or communication that entitled it to absolute privilege 
so much as the occasion of making it, and the reasons of 
public polity for the immunity. 

See Jones v. Kennedy, supra, at Note 25: “All activity of a com¬ 
mission is a result of concerted effort.” 

In United States, to the use of, Parravidno v. Brunswick, 
et dL, 63 App. D. C. 65, 69 F. 2d 382, 383, 386, an action was 
brought against an inferior official in the consular service, for 
allegedly false reports of the plaintiffs reputation and business 
credit to the State Department. The contents of the report 
were held absolutely privileged, and the Court specifically re¬ 
jected the argument that absolute privilege attaches only to the 
acts of the chief officers of the Government. 

(c) The allegation of malice and of improper motives is im¬ 
material The action being official and necessary in the per¬ 
formance of Government business, the motive with which it 
was done is immaterial As stated in Spalding v. Vilas, 161 
U. S. 483,40 L. Ed. 780,786: “* * * Personal motives can¬ 
not be imputed to duly authorized official conduct.” 

While the question of privilege has usually arisen when the 
complaint is that the official communication was libelous or 
slanderous, the theory of absolute privilege is incompatible 
with liability on any other form of action. The privilege is 
based not on the form of action but on a policy to free public 
officials from apprehension and vexation. Having such a baas 
the immunity cannot be pierced by varying the pleading with¬ 
out destroying the purpose of the policy. Thus, in Spalding 
v. VHas, supra, the complaint was based not only on libel but for 
depriving the plaintiff, an attorney, of valuable fees to which 
he was allegedly entitled by contract. 
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